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EXECUTIVE SUMMARY: 

China’s accession to the WTO signaled not only a new phase with respect to its 

economic development, but also heralded considerable obligations with respect to intellectual 

property protection.  To China’s credit, it diligently developed and implemented, in a relatively 

short amount of time, significant legislation to conform to international standards for 

intellectual property protection.  The standards adopted by China are in many ways similar to 

those of the U.S., and in many ways dissimilar but in accordance with the practices followed by 

most of the world. 

The primary driving force behind China’s engagement in foreign trade is technology 

acquisition.  China understands that the perception of the outside world with respect to its 

intellectual property protection mechanisms is key to attracting further foreign investment. 

Therefore, China has endeavored to educate the Chinese population about the importance of 

respecting intellectual property rights, and conducts frequent anti-counterfeiting campaigns.  

The effective enforcement of these laws, however, continues to be a concern for both 

the Chinese government and its trading partners.  Currently, in the United States, seized 

counterfeit products originating in China outnumber seizures from all other trading partners 

combined.  However, the Chinese government, under pressure from the rest of the world, is 

continuing to work on these enforcement issues, and will undoubtedly improve as it’s economy 

develops further and Chinese manufacturers are affected by counterfeits of their own products.    

Therefore, any company wishing to be successful in China needs to be fully aware of 

the benefits and issues associated with the intellectual property systems in place in China, and 

should plan accordingly before entering this exciting market.  This paper details the intellectual 

property laws of China, and analyzes them with respect to technologies in the tire and rubber 

industry.

 1



INTRODUCTION: 

The People’s Republic of China is one of the largest trading nations in the world, and 

currently is the 6th largest export market for the United States.1  China also has the fastest 

growing automotive industry in the world, and the third largest automotive market behind the 

U.S. and Japan.2  In fact, the Chinese Ministry of Communication predicts the country will 

have 140 million automobiles traveling its roads by 2020.3  Real gross domestic product (GDP) 

growth on an official basis in China has averaged almost 10 percent annually since China 

initiated a program of economic reform and trade liberalization in 1978,4 and the annual GDP 

growth of China has been predicted to exceed 7% over the next several years.5 This tremendous 

growth is fueled partially by the abundance of low-cost labor associated with rural-urban 

migration in China, which has continued to be a comparative advantage for labor-intensive 

industries in comparison to other industrialized countries.6   

Additionally, with China’s accession to the World Trade Organization (hereinafter 

referred to as the “WTO”) on December 11, 2001, the Chinese market to foreign investment 

has increased substantially.7  Consequently, because of the tremendous growth rate, 

comparatively low labor costs, WTO status, and the fact that China is home to over 1.3 billion 

                                                 
1  U.S. Commercial Service, China Country Commercial Guide: Executive Summary (2004). 
2  China Daily, Gov't Tackles Swollen Auto Production Capacity, (available at http://www.china.org.cn/english/ 

2004/Sep/106536.htm). 
3  China Daily, Gov't Tackles Swollen Auto Production Capacity, (available at http://www.china.org.cn/ english/ 

2004/Sep/106536.htm, September 9, 2004). 
4  Organization for Economic Cooperation and Development (OECD), Asia and China Programmes Annual 

Report 2003, 16 (available at http://www.oecd.org/dataoecd/56/63/31441065.pdf, July 2, 2004). 
5  Peoples Daily, First-half-year GDP Growth Estimated at Impressive 7.5% (available at 

http://www.china.org.cn/ english/government/36525.htm, July 9, 2002). 
6  China Daily HK Edition, Investment Climate Assessed, (available at http://www.chinadaily.com.cn/en/doc/ 

200312/19/content_291727.htm, December 19, 2003). 
7  U.S. Commercial Service, China Country Commercial Guide: Executive Summary (2004). 
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people, China is a highly enticing location for companies to both produce and market their 

products.  

For the above reasons, foreign investment into the PRC is occurring at a substantial 

pace.  In fact, according to Chinese statistics, foreign companies invested over $57 billion in 

China in 2003.8  However, even though the potential benefits of operating in China are alluring, 

there are many challenges presented to a company wishing to do business in China.9  The 

primary challenge to doing business in China is the protection of intellectual property.  China is 

notorious for the amount of product counterfeiting that occurs there.  In fact, Chinese products 

were 70% of the total value of all products seized by U.S. Customs in 2003.10  Because of this 

problem, there is sometimes a strong misconception that there must not be any law relating to 

intellectual property rights.   Yet, there are a number of Chinese laws relating to intellectual 

property.  The Chinese government recognizes that widespread infringement of intellectual 

property rights will act as a deterrent to the foreign investment that China is strongly trying to 

encourage.11  Additionally, the government realizes that intellectual property protection helps 

to ensure the safety of the Chinese population from counterfeit products.12  These reasons 

provide considerable incentive to protect and enforce intellectual property rights.  Furthermore, 

based on its new WTO membership, the Chinese government has committed to improving its 

protection of intellectual property.  WTO members are required to provide certain minimum 
                                                 
8  Id.   
9  These challenges include lack of predictability in business, the remnants of the planned economy, 

underestimation of the challenges presented by the market in China, and the slow progress of reform in the 
country. Id.   

10   U.S. Customs and Border Protection, U.S. Customs 2004 Mid-Year Seizure Statistics, 
http://www.cbp.gov/linkhandler/cgov/import/commercial_enforcement/ipr/seizure/fy04_midyear_stats.ctt/fy04
_ipr_midyear.xls (access October 23, 2004). 

11   China Daily, New crackdown aims for market order, (available at http://www.chinadaily.com.cn/en/doc/2001-
05/19/content_57884.htm, May 19, 2001). 

12   China Daily, Protecting drug developers, (available at http://www.chinadaily.com.cn/english/doc/2004-
05/31/content_335040.htm, May 31, 2004). 
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standards of intellectual property protection, as well as effective enforcement of the laws.  With 

this commitment has come a host of new or semi-recent legislation relating to patent, copyright, 

trademark, and unfair competition law.13          

The significant expansion of the automotive industry into China, and the economic 

progress of this country as a whole, bodes extremely well for manufacturers who supply tires 

and automotive products.  To limit the scope of the following research, this paper will focus 

primarily on the Chinese intellectual property laws that have potential application with respect 

to technology used by the tire and rubber industry.  These laws will then be analyzed with 

respect to specific technologies in the tire and rubber industry.  Secondary considerations will 

include a comparison of Chinese and U.S. intellectual property law and commentary on the 

perceived effectiveness of enforcement of these laws in China, from both the Chinese 

government and foreign corporation viewpoints.  When relevant, both Chinese and U.S. case 

law will also be discussed.   

The specific technologies to which Chinese intellectual property will be applied in this 

paper include rubber compound formulae, tire designs (tread patterns, sidewall patterns, etc.), 

tire engineering (and associated documents and specifications), and tire databases (wheel test 

data, raw material test data, quality control information, etc).  While the specifics of these 

technologies are unique to individual manufactures, the use of these technologies are 

undoubtedly common among tire and rubber companies worldwide, and the security of these 

technologies in China market is significantly important to foreign tire and rubber companies 

doing business in China. 

                                                 
13  Thomas T. Moga, Dickinson Wright PLLC, Address, Managing IP in China:  A User’s Guide (U.S. 

Department of Commerce, Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004). 
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DISCUSSION: 

I. TRADE OR BUSINESS SECRETS LAW: 

Many technologies in the tire and rubber industry, especially those that cannot be 

reverse engineered by competitors, are protected domestically as trade secrets.  For a company 

doing business in China, knowledge of laws relating to trade secrets in China is vital to long-

term success.   

A. IN GENERAL 

The law of trade secrets in China is governed by the Anti-Unfair Competition Law of 

The People's Republic of China (hereinafter referred to as the “Anti-Unfair Competition Law”).  

This legislation, which took effect in December 1993, defines trade or business secrets as “the 

utilized technical information and business information which is unknown by the public, which 

may create business interests or profit for its legal owners, and also is maintained secrecy by its 

legal owners.”14  In the United States, trade secret law is governed by the individual states, 

most of which have adopted the Uniform Trade Secrets Act promulgated by the National 

Conference of Commissioners on Uniform State Laws.15  As enacted by the state of Ohio, the 

Uniform Trade Secrets Act defines trade secrets as:  

Information, including the whole or any portion or phase of any 
scientific or technical information, design, process, procedure, formula, pattern, 
compilation, program, device, method, technique, or improvement, or any 
business information or plans, financial information, or listing of names, 
addresses, or telephone numbers, that satisfies both of the following: 1.) It 
derives independent economic value, actual or potential, from not being 

                                                 
14  Anti-Unfair Competition Law of The People's Republic of China, Article 10 (available at LEXIS, PRCLEG 

648, December 1, 1993). 
15   National Conference of Commissioners on Uniform State Laws, Uniform Trade Secrets Act With 1985 

Amendments (available at http://www.law.upenn.edu/bll/ulc/fnact99/1980s/utsa85.htm, August 2 – 9, 1985). 
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generally known to, and not being readily ascertainable by proper means by, 
other persons who can obtain economic value from its disclosure or use, and; 2.) 
It is the subject of efforts that are reasonable under the circumstances to 
maintain its secrecy.16 

   

The Chinese definition is in a sense much broader and more open to interpretation than 

the U.S. definition, as it does not provide illustrative examples of information that may be 

protected as trade secret.17 18  The definition in the Uniform Trade Secrets Act specifically 

states categories of information and technology that may be trade secret.19  Both definitions, 

however, do provide that the information must give the owner some economic value from 

being unknown to others.  Interestingly, only the U.S. definition requires that the efforts to 

maintain secrecy be reasonable.  The Chinese definition requires that the owner of the 

information must maintain the secrecy of the trade secret for the information to be defined as 

such, without apparent regard to the reasonableness of the efforts under the circumstances.   

The duration of the protection afforded by the Anti-Unfair Competition Law appears to 

be the same as that provided by the Uniform Trade Secrets Act.   As long as the technical or 

business information is unknown to the public and maintained in secrecy, protection will be 

extended to the trade secret.20  Theoretically, the protection can be indefinite if secrecy is 

maintained, and the technology does not fall into public domain via other means.21     

                                                 
16  Ohio Rev. Code Ann. § 1333.61 (Anderson 2004).   
17  Scientific or technical information, designs, processes, procedures, formulae, patterns compilations, programs, 

devices, methods, techniques, or improvements, or any business information or plans, financial information, or 
listing of names, addresses, or telephone numbers.  Ohio Rev. Code Ann. § 1333.61 (Anderson 2004).     

18   Anti-Unfair Competition Law of The People's Republic of China, Article 10 (available at LEXIS, PRCLEG 
648, December 1, 1993). 

19  Ohio Rev. Code Ann. § 1333.61 (Anderson 2004).     
20  IPWatchdog, Duration of Trade Secrets, http://www.ipwatchdog.com/ip_duration.html#f3 (accessed 

September 10, 2004). 
21  Id. 
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Furthermore, the Anti-Unfair Competition Law prevents infringement of trade secrets 

by stating that “[m]anagers shall not use the following methods to infringe upon business 

secrecy:  1.)  to steal, coerce, or use any other unfair method to obtain the other's business 

secrets; 2.)  to disclose, use or permit others to use the business secrets mentioned in Section 1 

of this Article; 3.)  to violate the contract or the requirement to publish, use or permit others to 

use the business secrets, which were maintained as secrets by the legal owner of the business 

secrecy.”22  This means that “[t]he third party who knows or should know the illegal activities 

as first mentioned, and who gains, uses or publishes the business secrecy shall be looked as 

activities of infringing upon the others' business secrecy.”23  Additionally, this provision also 

prohibits businesses to which technology has been licensed from violating contracts or 

requirements to use trade secrets which are maintained as such by the licensing party.24   

Finally, based on the definition of “manager” in the Anti-Unfair Competition Law, these 

standards appear to be applicable to all persons who are involved in a business (employers, 

supervisors, employees, etc.). 25   

Interestingly, the Anti-Unfair Competition Law also mentions breach of contract to 

maintain secrecy where the Uniform Trade Secrets Act does not.   As the definition of what 

constitutes a trade secret in China appears to be subject to interpretation, enforcement of trade 

secret rights may be more easily obtainable if contractual arrangements with employees are in 

place that specify what information the employer desires to be treated as trade secret, and limits 

the use of such information by the employees.  Therefore, non-disclosure agreements that 

                                                 
22  Anti-Unfair Competition Law of The People's Republic of China, Article 10 (available at LEXIS, PRCLEG 

648, December 1, 1993). 
23  Id. 
24   Id. 
25  The term “manager” means “the legal persons, other economic organizations, and individuals who deal with 

commercial business or profitable service.”  Id. at art. 2.   
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explicitly state the information that the company wishes to be deemed trade secret should 

always be put in place, with both individual employees and companies, to protect trade secrets 

in China.26  Furthermore, the research litigation history and past business affiliations of 

companies and personnel that will be worked with in China should always be researched.27  As 

well, access to trade secrets should always be restricted, and the right to use trade secrets 

should only be given to employees who truly require access to them.28   

  In addition to the Anti-Unfair Competition Law promulgated by the People’s Congress, 

other provinces, municipalities, and autonomous regions also have passed laws relating to trade 

secrets.  In China, the National People’s Council enacts general legislation (dafa) like the Anti-

Unfair Competition Law and implementation regulations (shishi xize) that distribute 

responsibility for implementation to various parts of the national and local bureaucracies.29 

Once the general legislation and implementing regulations are completed, the various 

provinces, semiautonomous regions, and municipalities under the central Chinese government 

draft their own specialized regulations under the general law, and further define their 

responsibilities.30  Each regional law controls in its region, although when a conflict between 

the laws arise, the specialized legislation will trump the generalized legislation.31   For instance, 

the municipality of Shanghai has regulations against unfair competition that discuss 

infringement of trade secrets.  The Regulations of Shanghai Municipality Against Unfair 

Competition (hereinafter referred to as the “Shanghai Regulation”), which took effect in 

                                                 
26  Thomas T. Moga, Dickinson Wright PLLC, Address, Managing IP in China:  A User’s Guide (U.S. 

Department of Commerce, Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004).   
27  Id.   
28  Id.   
29   John Balzano, Legal Implementation in the People’s Republic of China:  The Case of the Company Law, 

Virtual Academy of the Congressional-Executive Commission on China (available at 
http://www.cecc.gov/pages/virtualAcad/contrib/JB_CompLaw_4-05-31.php, June 2, 2004). 

30   Id. 
31   Id 
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December 1995, “are formulated in accordance with the provisions of the Law of the People's 

Republic of China Against Unfair Competition and the stipulations of other relevant laws and 

the administrative regulations and in the light of the actual circumstances in the Municipality” 

and appears only to reflect and further define the standards enunciated in the Anti-Unfair 

Competition Law.32 The Shanghai Regulation defines trade secrets as:   

[A]ny technical information or business operation information that is 
unknown to the public, capable of bringing about benefits to the obligee, and has 
practical applicability and concerning which the obligee has taken security 
measures, including such information as ingredients and formulas, technological 
processes, know-how, design documents, management methods, marketing 
strategies, customer information, source of supply, etc.33 

  

This definition of trade secret appears to be very similar to the definition of business secret in 

the Anti-Unfair Competition Law.  However, the definition is more refined in that it specifically 

includes documents, methods, process, formulas and ingredients.  Furthermore, Shanghai 

Regulation states that: “[a] business operator shall not resort to any of the following means to 

infringe upon trade secrets:  1.)  Obtaining an obligee's trade secrets by stealing, luring, 

intimidating or any other unfair means; 2.)  Disclosing, using or permitting others to use the 

trade secrets obtained from the obligee by the means mentioned in the preceding paragraph; or 

3.)  In violation of an agreement or against the obligee's demand for confidentiality, disclosing, 

using or permitting others to use the trade secrets it possesses.”34  “Obtaining, using or 

disclosing another's business secrets by a third party who knows or should know the act falls 

under the unlawful acts set forth in the preceding clause shall be deemed as infringing upon 

                                                 
32  Regulations of Shanghai Municipality Against Unfair Competition, Article 1 (available at LEXIS, PRCLEG 

1125, December 1, 1995). 
33  Regulations of Shanghai Municipality Against Unfair Competition, Article 15 (available at LEXIS, PRCLEG 

1125, December 1, 1995). 
34  Id.  (emphasis added).   
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business secrets.” 35  As with the Anti-Unfair Competition Law, the use of contracts to define 

and enforce trade secrets is emphasized in the Shanghai Regulation. 

The supervising authority in China for trade secret disputes is the State Administration 

for Industry and Commerce (hereinafter referred to as “SAIC”).36 37  With regards to penalties, 

the Anti-Unfair Competition Law provides that the persons who have unlawfully 

misappropriated trade secrets:  

[S]hall bear the responsibility for compensating to the damage made by 
damager to the damaged party under the violation of the provision of this Law.  
The amount of the compensation shall be equivalent to the profit made by the 
damager during its damaging.  If it is difficult to measure the amount of damage 
it also shall compensate the reasonable cost to the damaged party who has paid 
the cost to investigate the activities of unfair competition made by damager.38 

 

Essentially, this is putting the damaged party in as a good a condition monetarily as they would 

have been in had the trade secrets never been misappropriated.  Additionally, the SAIC “shall 

order to stop the illegal activities, [and] may fine amount from more than 10,000 to less than 

200,000 RMB yuan if manager…infringe[s] upon the business secrecy.”39  If trade secret 

misappropriation is found, an injunction to prevent use of the unlawfully obtained trade secret 

is mandatory, and a fine is permissive.40  Needless to say, this is not a substantial amount with 

                                                 
35  Id.   
36  China Online, State Administration for Industry and Commerce (SAIC), (available at http://www. chinaonline. 

com/refer/ministry_profiles/c01040363.asp, June 13, 2001). 
37  This administration also has authority over trademark disputes. Id. 
38  Anti-Unfair Competition Law of The People's Republic of China, Article 20 (available at LEXIS, PRCLEG 

648, December 1, 1993). 
39  Id. at art. 25. 
40  In U.S. dollars, the permissive fine can range from approximately $1,200 to $24,000, at a rate of 1.00 USD to 

8.27610 CNY (China Yuan Renminbi).   
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respect to many Chinese companies, and therefore may not be effective as a deterrent to trade 

secret misappropriation and may be seen merely as the “cost of doing business” in China.41   

Comparatively, the Uniform Trade Secrets Act also provides for injunctions and 

damages. 42   However, unlike the Anti-Unfair Competition Law, damages in the U.S. are not 

capped to a specific monetary value.  “Damages may include both the actual loss caused by 

misappropriation and the unjust enrichment caused by misappropriation that is not taken into 

account in computing actual loss.”43  These damages may also be trebled in cases where willful 

and malicious misappropriation exists.44   Furthermore, the Uniform Trade Secrets Act allows 

for attorney’s fees to be rewarded in the case of willful and malicious acts, whereas the Anti-

Unfair Competition Law does not appear to provide such a remedy.  Therefore, the Anti-Unfair 

Competition Law appears to be comparatively weaker for potential damages in comparison to 

the Uniform Trade Secrets Act. 

With respect to penalties, the Shanghai Regulation appears to be more refined than the 

Anti-Unfair Competition Law.  The Shanghai Regulation states that a person who 

misappropriates trade secrets “is liable for paying a compensation for the damage; if the 

damage to the infringed party is difficult to calculate, the compensation shall amount to the 

profits of the infringer gained as a result of and during the period of the infringement. The 

infringer shall also bear the reasonable expense of the infringed business operator for 

investigating the infringer's unfair competition act against his/her legitimate rights and 

                                                 
41  Timothy P. Trainer, The China Business Review, The Fight Against Trademark Counterfeiting, Volume 29, 

Number 6, November-December 2002, http://www.chinabusinessreview.com/public/0211/trainer.html. 
42  Ohio Rev. Code Ann. § 1333.62 (Anderson 2004).     
43  Ohio Rev. Code Ann. § 1333.63 (Anderson 2004).     
44  If willful and malicious misappropriation exists, the court may award punitive or exemplary damages in an 

amount not exceeding three times any award made under division (A) of this section.  Ohio Rev. Code Ann. § 
1333.63 (Anderson 2004).     
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interests.”45  Additionally, the Shanghai Regulation is also more specific with respect to fines.  

“Those who violate Article 15 of these Regulations shall be ordered to stop their illegal acts 

and may be subjected to a fine of more than 10,000 yuan and less than 100,000 yuan; in a 

serious case, the fine imposed shall be more than 100,000 yuan and less than 200,000 yuan.”46  

Notably, the total amount of the fine allowable by the Shanghai Regulations is no more than is 

provided for in the Anti-Unfair Competition Law. 

Finally, even though China continues to take a large number of administrative 

enforcement actions violations of intellectual property rights such as trade secret 

misappropriation, there have been to date little deterrence effect from these actions.47  For this 

reason, the U.S desires improvement in the criminal enforcement of intellectual property laws 

in China.  The Criminal Law of the People's Republic of China (hereinafter referred to as the 

Criminal Law) provides for significant penalties (including imprisonment) in particularly 

egregious cases of trade secret misappropriation.  The Criminal Law states that “whoever 

commits any [of the previously mentioned] acts of infringing on business secrets and thus 

causes heavy losses to the obligee shall be sentenced to fixed-term imprisonment of not more 

than three years or criminal detention and shall also or only be fined.  If the consequences are 

especially serious, he shall be sentenced to fixed-term imprisonment of not less than three years 

but not more than seven years and shall also be fined.”48  As stated, trade secret cases that 

would warrant imprisonment would be ones in which heavy losses are incurred on the infringed 

                                                 
45  Regulations of Shanghai Municipality Against Unfair Competition, Article 26 (available at LEXIS, PRCLEG 

1125, December 1, 1995).   
46  Id. at art. 27. 
47  Office of the U.S. Trade Representative, 2003 Report To Congress On China’s WTO Compliance, p. 52 

(available at http://www.ustr.gov/assets/World_Regions/North_Asia/China/asset_upload_file425_4313.pdf, 
December 11, 2003). 

48  Criminal Law of the People's Republic of China, Article 219 (available at LEXIS, PRCLEG 354, October 1, 
1997). 

 12



party or if consequences are “especially serious."  Unfortunately, “police and prosecutors have 

been reluctant to commence criminal investigations and prosecutions because of the lack of 

guidance from the central government over the meaning of the terms "relatively large" and 

"serious."49  Therefore, imprisonment of the party misappropriating the trade secrets may be 

rather unlikely, and the deterrent effect of the law in its current state is questionable.     

B. ANTI-UNFAIR COMPETITION LAW APPLIED TO TIRE MATERIALS 

Tires and many automotive components consist primarily of mixed rubber compounds, 

which in turn can consist of many different formulae, depending on the desired functionality of 

the component.  These formulae may include polymers, fillers, plasticizers, antidegradents, 

activators, and curatives of varying types and characteristics.  Rubber compounds are obtained 

in their “green” or uncured state by blending these materials together at varying levels.  The 

rubber chemist or “compounder” is typically charged with developing compound formulations 

to meet specific performance requirements.  These compounds are fixed in their final useable 

state through the application of heat and pressure for a specified period of time.  This is the 

process of “vulcanization” or “curing.”  Furthermore, due to the nature of curing chemistry, a 

competitor who attempts to analyze the final cured component will frequently be unable to 

determine the exact materials used and processes used to create the article.  Therefore, rubber 

compound formulae are typically protected as trade secrets.  However, if a competitor analysis 

would reveal the use of the unique material strategy, protection of the technology would also be 

acquired through patent law.  A very good example of this is the Michelin “green” tread 

                                                 
49  Timothy P. Trainer, The China Business Review, The Fight Against Trademark Counterfeiting, Volume 29, 

Number 6, November-December 2002, http://www.chinabusinessreview.com/public/0211/trainer.html.  
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compound.50  The unique material in this compound, silica, would be easily recognizable in an 

analysis and attempt to reverse engineer the tread compound.  Therefore, the technology was 

best protected via patent law rather than trade secret law. 

The Anti-Unfair Competition Law defines trade secrets as “the utilized technical 

information and business information which is unknown by the public, which may create 

business interests or profit for its legal owners, and also is maintained in secrecy by its legal 

owners.”51 The Chinese Anti-Unfair Competition Law appears to be applicable to rubber 

compounds and formulae protected domestically by trade secret law.  Although the Anti-Unfair 

Competition Law does not provide illustrative examples into which rubber formulae can be 

easily identified as trade secrets (as the Uniform Trade Secret Act does when it specifically 

states “ingredients and formulas”), the Chinese definition does not preclude rubber formulas 

from being trade secret.  In China, rubber formulas will likely be categorized as trade secret 

information as they are technical information, unknown by anyone but the tire company, which 

create profit for the tire company and are maintained in secrecy by the tire company.  This 

makes this information trade secret under the Anti-Unfair Competition Law definition.  

However, due to the non-specific nature of the trade secret definition found in the Anti-Unfair 

Competition Law, trade secrets such as rubber formulae should additionally be protected by 

contractual arrangements such as non-disclosure agreements with both individual employees 

and companies.  These agreements should be specific regarding what technologies the parties 

recognized as trade secrets, and remove the possibility that the formula would not be 

considered trade secret were a conflict to arise.   

                                                 
50  See U.S. Patent 839198 (07) 5227425, July 13, 1993. 
51  Anti-Unfair Competition Law of The People's Republic of China, Article 10 (available at LEXIS, PRCLEG 

648, December 1, 1993). 
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With respect to enforcement of trade secrets, the use of administrative methods of 

enforcement may be obtained through the SAIC, with injunctions being available and limited 

monetary awards being granted for damages.  These remedies are designed to put the damaged 

party in as good a position as they would have been had the trade secret never been 

misappropriated, and any additional remedies will likely not be a substantial deterrent to 

potential violators.  Additionally, although criminal sanctions are available, enforcement of 

these criminal laws has not been diligently pursued by the Chinese authorities due to 

ambiguities in the law. 

Finally, as in the U.S., access to trade secrets should always be restricted, so that the 

secrecy is maintained, and the right to use trade secrets should only be given to employees who 

require access to the information to perform their function within the company.  Furthermore, 

regulations specific to the region of China in which the trade secrets are located (the Shanghai 

Regulation for instance) should always be consulted as they may provide for more specific laws 

and more detailed penalties for trade secret misappropriation, although such regulations 

specific to regions in China will not be less stringent than the Anti-Unfair Competition Law 

upon which they are modeled.  

C. ANTI-UNFAIR COMPETITION LAW APPLIED TO TIRE ENGINEERING 

Tire specifications and drawings are documents, developed by tire engineers, that detail 

the shapes, weights, and assembly of the many components of which a tire is comprised, prior 

to vulcanization or “curing.”  Although it can be said that many of the dimensions that could be 

ascertained from these specifications could also be obtained by a skilled competitor through 

analysis of product on the market, the tire specification is valuable in that it details these 
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dimensions prior to curing of the product.  The uncured profiles and dimensions, which can be 

extremely important in how the end product performs, are often unobtainable by analysis of the 

final cured product.  Therefore, trade secret law has been an acceptable method domestically 

for protecting this type of information. 

Again, the Anti-Unfair Competition Law defines trade secrets as “the utilized technical 

information and business information which is unknown by the public, which may create 

business interests or profit for its legal owners, and also is maintained secrecy by its legal 

owners.”52 Green tire specifications and drawings are technical information owned by the tire 

company, unknown to the public at large, that are maintained in secrecy by the tire company.  

As such, these documents are trade secrets in China, and are afforded all of the benefits and 

enforcement rights as discussed earlier in this paper.53  All statements regarding the further 

reinforcement of information as trade secrets through contractual means also applies to tire 

engineering information. 

D.  ANTI-UNFAIR COMPETITION LAW APPLIED TO TIRE DATABASES 

Within the tire and rubber industry, as is likely the case with any modern industry, 

databases are commonly used.  Computer databases of many types are used to compile 

information relating to quality control, raw material testing, and testing of experimental 

materials and tire designs.  The time spent compiling such information, in addition to the 

usefulness and proprietary nature of the information, can make databases very valuable.  

                                                 
52  Anti-Unfair Competition Law of The People's Republic of China, Article 10 (available at LEXIS, PRCLEG 

648, December 1, 1993). 
53  Supra (discussion of Anti-Unfair Competition Law Applied to Tire Materials). 
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Therefore, knowledge of what measures can be taken to protect this unique form of intellectual 

property is important.     

Methods of legal protection of databases are sui generis database protection, traditional 

copyright principals, and traditional trade secret law.  An example of sui generis database 

protection is the European Union Database Protection Directive, promulgated in 1996.54  This 

directive gives intellectual property rights to databases if they represent a substantial 

investment by the author of the database in obtaining, verifying, or collecting the information 

of the database.  “Member States shall provide for a right for the maker of a database which 

shows that there has been qualitatively and/or quantitatively a substantial investment in either 

the obtaining, verification or presentation of the contents to prevent extraction and/or 

reutilization of the whole or of a substantial part, evaluated qualitatively and /or quantitatively, 

of the contents of the database.”55  This Directive is applied irrespective of database protection 

offered by other intellectual property laws.  With the EU directive, databases are protected for a 

fifteen (15) year period.56  However, this period can be extended almost indefinitely, as 

extensions are granted for substantial changes in such databases.57   

The method adopted by the EU contrasts the general U.S. approach to database 

protection, which is primarily protection of fact compilations and databases through copyright 

law, if at all.58  Furthermore, the method of protection adopted in China for protection of 

                                                 
54   Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal protection of 

databases (available at LEXIS, Official Journal L 077, March 11, 1996).   
55  Id. at art. 7.   
56  Id. 
57  Id. 
58   Compilations were expressly mentioned in the Copyright Act of 1976 as “a work formed by the collection and 

assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the 
resulting work as a whole constitutes an original work of authorship.”  17 U.S.C.S. §§ 101, 103 (2004).      
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databases appears to follow the American paradigm of applying copyright law rather than the 

European example of creating new intellectual property rights specifically for databases.59     

Due to the problematic nature of database protection in China, caused by the lack of a 

law similar to the EU directive and the potential ineffectiveness of the Copyright Law in 

protecting databases, a tire company doing business in China may best protect databases as 

trade secrets.  Again, the Anti-Unfair Competition Law defines trade secrets as “the utilized 

technical information and business information which is unknown by the public, which may 

create business interests or profit for its legal owners, and also is maintained secrecy by its 

legal owners.”60 Database information is technical information, known only to the tire 

company, which creates a business interest or profit for the company, and is maintained in 

secrecy by the tire company.  Therefore, the trade secret law of China would appear to apply to 

databases and database information. 

As stated earlier, enforcement of trade secrets through administrative and criminal 

means in China may not be entirely successful or meaningful.  Therefore access to tire 

databases should always be restricted, and the right to use them should only be given to 

employees who require access to the information to perform their function within the company 

so that any potential misappropriation can be averted.  Additionally, if dissemination of such 

databases is necessary, they should always be protected by contractual arrangements such as 

non-disclosure agreements with personnel and companies who are being given the right to use 

them.       

                                                 
59  Raymond S.R. Ku, Michel A. Farber, Arthur Cockfield, Cyberspace Law: Cases and Materials, 473 (Aspen 

Law and Business, 2002). 
60  Anti-Unfair Competition Law of The People's Republic of China, Article 10 (available at LEXIS, PRCLEG 

648, December 1, 1993). 
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II. INVENTION PATENT LAW 

Many technologies in the tire and rubber industry, especially those that cannot be 

reverse engineered by competitors, are protected in the United States as trade secrets.  

However, if the technology is such that it could be reverse engineered, patent law may be used 

to protect the company’s interests.  For a company doing business in China, knowledge of 

patent law and the standards of patentability of technology in China is extremely important.   

A. IN GENERAL 

In the United States, there are three types of patents granted by the U.S. Patent and 

Trademark Office.61  These include utility patents, design patents, and plant patents.62  The first 

of these patent types, generally called utility patents, are granted to anyone who invents or 

discovers any new and useful process, machine, article of manufacture, or compositions of 

matters, or any new useful improvement thereof.63  Comparatively, this definition would appear 

to provide for the equivalent to the Chinese invention patent.   

The Patent Law of the People’s Republic of China (hereinafter referred to as the “Patent 

Law”) provides that “[t]his Law is enacted to protect patent rights for inventions-creations, to 

encourage inventions-creations, to foster the spreading and application of inventions-creations, 

and to promote the development of science and technology, for meeting the needs of the 

                                                 
61  USPTO, General Information Concerning Patents, http://www.uspto.gov/web/offices/pac/doc/general/#patent 

(accessed September 11, 2004). 
62  Id. 
63  Id. 
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construction of socialist modernization.”64  The Patent Law further explains that inventions-

creations means “inventions, utility models and designs, and excludes such subject matter as 

scientific discoveries, rules and methods for mental activities, methods for the diagnosis or for 

the treatment of diseases, animal and plant varieties (except for processes used in  producing 

such items),  and substances obtained by means of nuclear transformation.65     

The duration of an invention patent in China is for twenty (20) years from the date of 

filing, and the duration of a utility model patent and a design patent is ten (10) years from the 

date of filing.66  Additionally, as opposed to the U.S. patent system where priority is 

determined by which inventor was first to invent, the Chinese system bases priority on first to 

file.67  “Where two or more applicants file applications for patent for the identical invention-

creation, the patent right shall be granted to the applicant whose application was filed first.”68  

To further clarify the difference in patent categories, the Implementing Regulations of the 

Patent Law of the People's Republic of China  (hereinafter referred to as the “Patent 

Regulation”) states "Invention" to mean “any new technical solution relating to a product, a 

process or an improvement thereof.” 69  "Utility model" is defined to mean “any new technical 

solution relating to a product's shape, structure, or a combination thereof, which is fit for 

practical use.”70 Finally, the Patent Regulation define “Design” to mean “any new design of a 

product's shape, pattern or a combination thereof, as well as its combination with the color and 

                                                 
64  Patent Law of the People’s Republic of China, Article 1 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
65  Id. at art. 25.   
66  Id. at art. 42.   
67  Id. at art. 9. 
68  Id. at art. 9. 
69  Implementing Regulations of the Patent Law of the People's Republic of China, Article 2, (available at LEXIS, 

PRCLEG 1940, June 15, 2001). 
70  Id.   
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the shape or pattern of a product, which creates an aesthetic feeling and is fit for industrial 

application.”71  

In comparison to the U.S. patent requirements of novelty, usefulness, and non-

obviousness, the requirements for a valid invention patent under the Patent Law are novelty, 

inventiveness and practical applicability.72  The first, novelty, means that “before the date of 

filing, no identical invention…has been publicly disclosed in publications in the country or 

abroad or has been publicly used or made known to the public by any other means in the 

country, nor has any other person filed previously with the patent administrative organ under 

the State Council an application which described the identical invention or utility model and 

was published after the said date of filing.”73  In a similar manner to the U.S. requirement of 

novelty, the invention cannot have been disclosed in a printed publication either in China nor 

the rest of the world.74  Additionally, and again similar to the U.S. requirement, only public use 

or knowledge within the country will bar a patent on the basis of novelty in China.75  This is a 

“mixed novelty” requirement for the grant of patent protection.76  Additionally, these bars to 

novelty are interpreted literally in China.  “Novelty can be lost through unintentional 

revelation, even if no one realized that a new invention has been revealed.”77  In a sense, the 

Chinese novelty requirement is extremely time sensitive compared to the U.S. requirements, as 

there is a one year grace period built into the U.S. patent system with respect to use, publishing, 

or sale of an invention.  “An inventor must file no later than one year after the invention is put 

                                                 
71  Id.   
72  Patent Law of the People’s Republic of China, Article 22 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000).   
73  Id.   
74  35 U.S.C.S. § 102(a) (2004). 
75  Id. 
76  Thomas Traian Moga, Patent Practice & Policy in the Pacific Rim CHI.4-14 (Oceana 1999).   
77  Id.   
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in public use, or is published, or is put on sale.”78   Comparatively, the Patent Law definition of 

novelty is absolute and does not provide for such a grace period before the inventor loses his 

right to patent.   It is noted, however that the U.S. is the only country to utilize this type of 

grace period, and the Chinese Patent Law is therefore not dissimilar from the rest of the world 

in this respect.79   

Exceptions to the bar of novelty are detailed in Article 24 of the Patent Law.  “An 

invention-creation for which a patent is applied for does not lose its novelty where, within six 

months before the date of filing, one of the following events occurred:  1.) where it was first 

exhibited at an international exhibition sponsored or recognized by the Chinese Government; 

2.) where it was first made public at a prescribed academic or technological meeting; or 3.) 

where it was disclosed by any person without the consent of the applicant.80   

The second requirement, inventiveness, means “as compared with the technology 

existing before the date of filing, the invention has prominent substantive features and 

represents a notable progress, and that the utility model has substantive features and represents 

progress.”81  First, as noted in the above definition, the inventiveness requirement is what truly 

separates invention patents from utility model patents.  For invention patents, there must be 

“prominent substantive features that represent notable progress.  This is a higher standard to 

meet than the utility model inventiveness requirements of “substantive” features and 

                                                 
78  35 U.S.C.S. § 102(b) (2004).   
79  Robert L. Stoll, Rethinking The Grace Period: A USPTO Perspective (available at http://www.law.washington. 

edu/casrip/Symposium/Number6/Stoll2.pdf) 
80  Patent Law of the People’s Republic of China, Article 24 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
81  Id. at art. 22.   
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“progress.”82  Secondly, it has been stated, “the “inventiveness” test of patentability is similar 

to (if not identical with) the “non-obvious” or “inventive step” requirements of other 

countries.”83 In the U.S., non-obviousness is determined by a three-part factual inquiry into the 

scope and content of the prior art, the differences between the prior art and the claim at issue, 

and the level of ordinary skill in the pertinent art.84  Secondary considerations such as 

commercial success of the invention, a long-felt need in the industry, failure of others to fulfill 

that need, and copying may also be taken into consideration in the U.S. patent system.85    

In some Chinese case law, the “inventiveness” requirement is also referred to as 

“creativeness.”86  It is noted that this may just be a difference in translation.  However, in this 

particular case, “[t]he so called “creativeness” refers to the invention having outstandingly 

essential characteristics and obvious advances in comparison with the products available before 

the application date.”87  Additionally, “[j]udging one invention to have creativeness [is] based 

on not only considering its scheme for technology settlement, but also its purpose and 

effects.”88  Therefore, an invention patent, taken as a whole and against the art available before 

the application, must have some characteristic or features that represent a substantial progress 

in comparison to the prior art.  Again, this standard appears to be very similar to the non-

obviousness analysis in utilized by U.S. courts. 

                                                 
82  Thomas Traian Moga, Patent Practice & Policy in the Pacific Rim CHI.4-16 (Oceana 1999). 
83  Id.  
84  Graham v. John Deere Co., 383 U.S. 1, 17 (1966).   
85  Id. 
86  Hong Kong Meiyi (Zhuji) Metal Products Factory v.  Patent Re-examination Committee of the Patent Office of 

the People's Republic of China (available at http://www.chinaiprlaw.com/english/judgemts/judgmt8.htm, 
1992).   

87  Id.   
88  Id.   
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 Finally, the third requirement of practical applicability means that “the invention or 

utility model can be made or used and can produce effective results.”89  This factor is the same 

for both invention patents and utility model patents and further emphasizes the non-patentabilty 

of many of the items expressly excluded in Article 25 of the Patent Law (scientific discoveries, 

methods for diagnosis of or treatment of disease).90  The exclusion of immoral inventions is 

also emphasized in Article 5 of the Patent Law, which states that “[n]o patent right shall be 

granted for any invention-creation that is contrary to the laws of the State or social morality or 

that is detrimental to public interest.”91  Additionally, the “effective results” requirement 

“knocks out inventions which cannot be reproduced under the conditions set forth in the 

specification.”92   

Once an invention patent is granted, the unauthorized making, using, selling or 

importing of the invention shall be deemed infringement of the patent.93   

After the grant of the patent right for an invention or utility model, 
except where otherwise provided for in this Law, no entity or individual may, 
without the authorization of the patentee, exploit the patent, that is, make, use, 
offer to sell, sell or import the patented product, or use the patented process, and 
use, offer to sell, sell or import the product directly obtained by the patented 
process, for production or business purposes.94  

  

Essentially, a patentee will enjoy the right to make, use, offer to sell, sell or import the patented 

product, authorize other people to make, use, offer to sell, sell or import the patented product, 

                                                 
89  Patent Law of the People’s Republic of China, Article 22 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000).   
90  Id. at art. 25.   
91  Id. at art. 5. 
92  Thomas Traian Moga, Patent Practice & Policy in the Pacific Rim CHI.4-7 (Oceana 1999). 
93  Patent Law of the People’s Republic of China, Article 11 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
94  Id. 

 24



prevent other people from importing the patented product, and transfer the patent right to third 

parties.95  The patentee also has obligations under the Patent Law, however, to timely submit an 

annual fee and to reasonably exploit its patented technology.96     

The method for enforcement of these patent rights in China under the Patent Law is 

three-fold.  The Patent Law provides for both an administrative route and a civil judicial route 

for the patent holder who feels that his rights are being infringed.  The third route, criminal 

litigation, is provided in the Criminal Law of the People's Republic of China.  First, with 

respect to the methods of enforcement described in the Patent Law, if a “dispute arises as a 

result of the exploitation of a patent without the authorization of the patentee…it shall be 

settled through consultation by the parties.”97  Additionally, “[w]here the parties are not willing 

to consult with each other, or where the consultation fails, the patentee or any interested party 

may institute legal proceedings in the people's court, or request the administrative authority for 

patent affairs [AAPA] to handle the matter.”98 China’s thirty-one (31) provinces, municipalities 

and autonomous regions have all set up IPR tribunals in high people's courts.99  The 

administrative route, however, does not appear to provide for res judicata on the issue of 

infringement.  The Patent Law states that  “[i]f the infringer is not satisfied with the order, he 

may, within 15 days from the date of receipt of the notification of the order, institutes legal 

proceedings in the people's court in accordance with the Administrative Procedure Law of the 

                                                 
95  Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice, 15 

(Kluwer Law International 1999). 
96  Id. 
97  Patent Law of the People’s Republic of China, Article 57 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
98  Id.   
99  China Daily, Education key to protecting inventors' interests (available at http://www.chinadaily.com.cn/ 

english/doc/ 2004-07/26/content_351673.htm, July 26, 2004). 
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People's Republic of China.”100  In both the administrative and judicial methods of 

enforcement, the burden appears to fall upon the defendant regarding proof as to non-

infringement of the patented processes.  “Where any infringement dispute relates to a patent for 

invention for a process for the manufacture of a new product, any entity or individual 

manufacturing the identical product shall furnish proof to show that the process used in the 

manufacture of its or his product is different from the patented process.”101   

Even though the Patent Law focuses on administrative and civil enforcement of patent 

rights, criminal litigation and potential imprisonment also appears to be available as a remedy 

in severe cases.  The Criminal Law of the People's Republic of China provides “[w]hoever 

counterfeits the patent of another shall, if the circumstances are serious, be sentenced to fixed-

term imprisonment of not more than three years or criminal detention and shall also, or shall 

only, be fined.”102 Unfortunately, “the lack of transparency and coordination among Chinese 

government agencies, local protectionism and corruption, high thresholds for criminal 

prosecution, lack of training and weak punishments all hamper enforcement” of intellectual 

property rights, such as invention patents, in China.”103  For instance, under the Supreme 

People’s Court interpretation, there must be evidentiary proof of sales totaling 200,000 yuan for 

companies, and 50,000 yuan for individuals in order to bring a criminal sanction for 

infringement.104  The USTR believes that this proof of-sale requirement should only be relevant 

to the severity of the penalty, not to decisions on whether to investigate and prosecute, and the 

                                                 
100  Id.   
101  Id.   
102  Criminal Law of the People's Republic of China, Article 216 (available at LEXIS, PRCLEG 354, October 1, 

1997).   
103  Office of the U.S. Trade Representative, 2003 Report To Congress On China’s WTO Compliance, p. 53 

(available at http://www.ustr.gov/assets/World_Regions/North_Asia/China/asset_upload_file425_4313.pdf, 
December 11, 2003). 

104  Id. 
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U.S. is pressuring China to revise these thresholds.105  In the Chinese government’s defense, 

there have been improvements in enforcement in the form of raids, and in general education of 

the public regarding the importance of respecting intellectual property rights.106  However, with 

the current regime of criminal laws and enforcement protocol, criminal litigation may not be a 

viable option for companies wishing to enforce patents in China.  Even the Chinese 

government admits, “[L]oose punishment has only encouraged violators to become bolder and 

continue committing infractions.”107   

There are also specific scenarios detailed in the Patent Law that are precluded from 

consideration as infringement.  These situations are:  

l.) where, after the sale of a patented product that was made or  imported 
by the patentee or with the authorization of the patentee, or of a product that was 
directly obtained by using the patented process, any other person uses, offers to 
sell or sells that product; 2.) where, before the date of filing of the application 
for patent, any person who has already made the identical product, used the 
identical process, or made necessary preparations for its making or using, 
continues to make or use it within the original scope only; 3.) where any foreign 
means of transport which temporarily passes through the territory, territorial 
waters or territorial airspace of China uses the patent concerned, in accordance 
with any agreement concluded between the country to which the foreign means 
of transport belongs and China, or in accordance with any international treaty to 
which both countries are party, or on the basis of the principle of reciprocity, for 
its own needs, in its devices and installations; or 4.) where any person uses the 
patent concerned solely for the purposes of scientific research and 
experimentation.108 

 

                                                 
105  Id. 
106  China Daily, Education key to protecting inventors' interests (available at http://www.chinadaily.com.cn/ 

english/doc/ 2004-07/26/content_351673.htm, July 26, 2004). 
107   Id. 
108  Patent Law of the People’s Republic of China, Article 63 (available at http://www.sipo.gov.cn/sipo_English 

/default.htm, August, 25 2000).   
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Furthermore, the Patent Law states that a person “who, for production and business purposes, 

uses or sells a patented product or a product that was directly obtained by using a patented 

process, without knowing that it was made and sold without the authorization of the patentee, 

shall not be liable to compensate for the damage of the patentee if he can prove that he obtains 

the product from a legitimate source.”109  The patent law in the U.S. does not provide for such a 

defense.  “Whoever without authority makes, uses, offers to sell, or sells any patented 

invention, within the United States or imports into he United States any patented invention 

during the term of the patent therefore, infringes the patent.”110  Therefore, mere use of the 

article infringing the patent in the U.S. constitutes infringement, regardless of whether the 

person using the patent knows that the article was made without the authorization of the 

patentee.    

Enforcement of patent rights has a statute of limitations in China.  The Patent Law 

states that “[p]rescription for instituting legal proceedings concerning the infringement of 

patent right is two years counted from the date on which the patentee or any interested party 

obtains or should have obtained knowledge of the infringing act.”111  In comparison, the patent 

law of the United States is much more lenient.  It provides for a statute of limitations on 

recovery from patent infringement of six years.  “No recovery shall be had for any infringement 

committed more than six years prior to the filing of the complaint or counterclaim for 

infringement in the action.”112  Although there is a difference of four years between these 

statute of limitation rules, in practice the difference may not have a significant effect on 

enforcement of patent rights. 
                                                 
109  Id.      
110  35 U.S.C.S. § 271(a) (2004) (emphasis added). 
111  Id. at art. 62 (emphasis added).   
112  35 U.S.C.S. § 286 (2004) (emphasis added). 
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Damages for the infringement of patent rights appear to include injunctions for both the 

administrative and judicial routes, but monetary penalties do not appear to be available with the 

administrative method of enforcement.  With respect to injunctions, “[w]hen the administrative 

authority for patent affairs handling the matter considers that the infringement is established, it 

may order the infringer to stop the infringing act immediately.”113  In relation to monetary 

damages, only the people’s court can enforce such compensation.  “The [administrative 

authority for patent affairs] handling the matter may, upon the request of the parties, mediate in 

the amount of compensation for the damage caused by the infringement of the patent right.  If 

the mediation fails, the parties may institute legal proceedings in the people's court in 

accordance with the Civil Procedure Law of the People's Republic of China.”114   The Patent 

Law further states that in assessing the appropriate compensation, “[t]he amount of 

compensation for the damage caused by the infringement of the patent right shall be assessed 

on the basis of the losses suffered by the patentee or the profits which the infringer has earned 

through the infringement. If it is difficult to determine the losses which the patentee has 

suffered or the profits which the infringer has earned, the amount may be assessed by reference 

to the appropriate multiple of the amount of the exploitation fee of that patent under contractual 

license.”115  Unfortunately, when the administrative authorities or courts decide on fines, the 

damage amounts are typically lower than might be expected, as the authorities often do not 

treat the infringing goods as having the value of the original articles, but instead establish 

damages based on the price charged for the infringing goods, or the profits which the infringing 

                                                 
113  Patent Law of the People’s Republic of China, Article 57 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
114  Id.   
115  Id. at art. 60. (emphasis added). 
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party has earned through the infringement.116 Additionally, the regional patent administration 

offices are not empowered to confiscate infringing products but are only able to order 

injunctions and award compensation for damage.117  However, damages awarded by the courts 

are often higher than those awarded by the administrative authorities.118  In comparison, the 

patent law in the U.S. provides for injunctions119 and “damages adequate to compensate for the 

infringement but in no event less than a reasonable royalty for the use made of the invention by 

the infringer, together with interest and costs as fixed by the court.”120  The court may also 

treble these damages121 and attorney’s fees may be awarded in exceptional cases.122        

B. INVENTION PATENT LAW APPLIED TO TIRE MATERIALS 

If the rubber compound formula is such that a competitor would be able to ascertain the 

unique material strategies utilized in the formula, then the use of trade secret law to protect the 

intellectual property may be pointless.  In such a situation, the use of patent law to protect the 

intellectual property may be the best option.  Furthermore, as would be the case with most 

chemical products and materials, rubber compounds do not fall under the category of design 

patents as they do not create an “aesthetic feeling,” being merely combinations of ingredients.  

Additionally, rubber compounds do not appear to belong in the category of utility patents as 

advances in rubber compound technology do not include product shape or structures, required 

                                                 
116  Office of the U.S. Trade Representative, 2003 Report To Congress On China’s WTO Compliance, p. 52 

(available at http://www.ustr.gov/assets/World_Regions/North_Asia/China/asset_upload_file425_4313.pdf, 
December 11, 2003). 

117  Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice, 
258 (Kluwer Law International 1999). 

118  Id. at 267. 
119  35 U.S.C.S. § 283 (2004). 
120  35 U.S.C.S. § 284 (2004). 
121  Id. 
122  35 U.S.C.S. § 285 (2004). 
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for utility patents, but merely the chemical composition of the product.123  Therefore, if 

protection is to be found anywhere in Chinese patent law for rubber compounds, it would be 

under the category of invention patents.  This would also be desirable in terms of overall 

protection of intellectual property such a rubber compounds, as the duration of an invention 

patent is longer than that of a utility model patent by ten (10) years. 

 “Chemicals…and their processes for manufacture are patentable in China” as invention 

patents.124    Accordingly, if a rubber compound meets the Patent Law requirements of novelty, 

inventiveness and practical applicability, in addition to all other Chinese procedural 

requirements in filing of the patent, the compound will afforded protection under the Patent 

Law for a period of twenty (20) years from the date of filing.   

First, to meet the novelty requirement in China, the technology must not have been 

disclosed in printed publication anywhere in the world, and it must not have been in public use 

or in the public knowledge within China.125  In cases where the material use is truly unique and 

has not been known or used in China, or published anywhere in the world, the novelty 

requirement will be met. Secondly, unless the material strategy is particularly unique, the 

inventiveness requirement may be difficult to overcome as most rubber compounds in the tire 

industry use very similar and well-known material strategies.   However, if the compound 

strategy, when taken as a whole against the prior art, has some characteristic or features that 

represents substantial progress, the inventiveness requirement will be met.   Finally, for all 

rubber compounds which are to be used in tire or automotive applications, the final requirement 

                                                 
123  See Infra (discussion of Utility Patent Law) 
124  Thomas Traian Moga, Patent Practice & Policy in the Pacific Rim CHI.4-9 (Oceana 1999). 
125  Patent Law of the People’s Republic of China, Article 23 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
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that the invention be made or use and can produce effective results, in a similar manner to the 

utility requirement in the U.S. patent system, should be easily met. 

  If an invention patent is granted, the unauthorized making, using, selling or importing 

of the invention shall be deemed infringement of the patent and the patent right may be 

enforced through either administrative, civil litigation, or criminal litigation means.   A tire and 

rubber company must learn to recognize the key signs of infringement so that enforcement of 

the patent right can be pursued as quickly as possible.126  These signs include “drops in sales, 

employee departures, competitive internet sales, changes in customer attitudes, and the 

appearance or increase in customer complaints.”127  Although these signs may not definitely 

mean that infringement is occurring (potentially better products in the marketplace, poor 

quality of current product, etc.), a tire company should still be diligent in investigating the 

source of such signs if they occur.   

Additionally, although the administrative route is typically the least expensive and most 

expedient, there is no res judicata effect likely in civil cases, and administrative penalties are 

usually non-deterrent.128  By some estimates, legal services to review the investigations, draft 

complaints, coordinate raids, and meet with the law enforcement officials to conduct raids, 

generally cost between $3,000 and $5,000 per target.129  Further damages granted in 

administrative proceedings may likely be unsatisfactory, however, as the administrative 

                                                 
126 This rule presumably also applies to trade secret misappropriation and trademark and copyright infringement, 

as all could be expected to affect sales and customer interest in a product. 
127  Thomas T. Moga, Dickinson Wright PLLC, Address, Managing IP in China:  A User’s Guide (U.S. 

Department of Commerce, Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004).   
128  Mark A. Cohen, USPTO Office of Enforcement, Address, Intellectual Property Concerns in China (U.S. 

Department of Commerce, Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004).        
129 Wang & Wang LLP, IP Enforcement in China:  A General Overview, http://www.wangandwang.com/ 

prcenfrc.htm (accessed October 23, 2004). 
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authorities tend to base the damages on the profits of the infringing party (who typically sells 

the goods at a substantially lower cost than the genuine article would sell for).  With respect to 

civil litigation, there is the availability of injunctive relief as well as potentially greater 

damages, but at the expense of time and cost.130  However, “[c]onsideration should be given to 

filing suit and proceeding concurrently with the administrative action” when possible.131  

Proceeding in this manner will provide the most effective means of enforcing the invention 

patent rights obtained with rubber compounds.   

Unfortunately, for any company dealing in chemical and material products, the use of 

invention patents in China do not appear to be extremely effective in preventing Chinese 

companies from producing the patented product.  Although little information is available on 

rubber compounds, some patents on pharmaceutical compounds, which have been successfully 

patented elsewhere in the world, have been declared invalid by SIPO or abandoned by the 

patent holder due to the inability to enforce the patents.132  Recently, this was observed with 

Pfizer133 and GlaxoSmithKline134, whose invention patents have been challenged as being 

invalid by many Chinese manufacturers of generic pharmaceuticals.135  This trend in the 

pharmaceutical industry may not bode well for protection of chemicals and materials such as 

rubber compounds.   

                                                 
130  Mark A. Cohen, USPTO Office of Enforcement, Address, Intellectual Property Concerns in China (U.S. 

Department of Commerce, Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004).        
131  Thomas Traian Moga, Patent Practice & Policy in the Pacific Rim CHI.4-14 (Oceana 1999). 
132 China Business Weekly, Drugmakers wrestle over patents (available at http://www.chinadaily.com.cn/english 

/doc/2004-08/17/content_366794.htm, August 17, 2004). 
133 Pfizer’s Chinese patent on Viagra was invalidated for not providing a description of the drug "in a manner that 

is sufficiently clear and complete so that a person skilled in the relevant field can understand its novelty and 
creativity." Id. 

134 GlaxoSmithKline abandoned their Chinese patent on the diabetes drug Avendia amidst concerns about being 
able to maintain the patent.  China Business Weekly, Pharmaceutical giant gives up medicine patent (available 
at http://www.chinadaily.com.cn/english/doc/2004-08/26/content_369176.htm, August 26, 2004).  

135 China Business Weekly, Drugmakers wrestle over patents (available at http://www.chinadaily.com.cn/english 
/doc/2004-08/17/content_366794.htm, August 17, 2004). 
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C. INVENTION PATENT LAW APPLIED TO TIRE ENGINEERING 

As stated earlier, the Patent Regulation defines "Invention" to mean “any new technical 

solution relating to a product, a process or an improvement thereof.”136 Developments in tire 

construction, building, or equipment generally are evolutionary and minor in scope, and most 

likely will fall under the less stringent standard of inventiveness and become utility model 

patents (which is discussed later in this paper).  However, they sometimes can be 

revolutionary.137  For invention patents, there must be these sort “prominent substantive 

features that represent notable progress” in order to meet the inventiveness requirement.138   

Therefore, if a tire construction development exhibits features that are both prominent 

and substantive, and which represent notable progress, the inventiveness standard required for a 

valid invention patent will be met.  If all other technical and procedural requirements discussed 

for an invention patent are met, then of the rights and enforcement strategies detailed in the 

earlier discussion of invention patents will apply to the patented tire product.139  Again, for 

invention patents, the monopoly right granted is for twenty (20) years from the date of filing. 

Finally, although not all are invention patents, a search of the SIPO patent database for 

Chinese patents relating to “tires” reveals 284 patents issued between 1985 and the present.140  

A search of this database for patents applied for by large tire and rubber manufacturers such as 

Goodyear, Michelin, and Bridgestone revealed that these company hold 138, 174, and 31 

                                                 
136  Implementing Regulations of the Patent Law of the People's Republic of China, Article 2, (available at LEXIS, 

PRCLEG 1940, June 15, 2001).   
137  Run-flat tires for instance.  See U.S. Patent 676496 (07) 5151141 September 29, 1992. 
138  Patent Law of the People’s Republic of China, Article 22 (available at http://www.sipo.gov.cn/Sipo_English/ 

default.htm, August, 25 2000). 
139  Supra (discussion of Invention Patent Law Applied to Tire Materials). 
140  Patent search conducted at the SIPO website, http://www.sipo.gov.cn/sipo_English/default.htm, with use of the 

keyword of “tire” in the Title field of the patent. 
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patents (including non-tire patents), respectively, in China.141  By comparison, a search of 

patents granted in the U.S. over the same time period reveals that these companies were granted 

2811, 938, and 1889 total patents, respectively.   

                                                 
141  Patent search conducted at the SIPO website, http://www.sipo.gov.cn/sipo_English/default.htm, with use of the 

keywords of “Goodyear,” “Michelin,” and “Bridgestone” in the Applicant field of the patent. 
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III. UTILITY MODEL PATENT LAW 

When the patenting of technology is desired, but the development cannot meet the 

highly stringent requirements set forth for invention patents, a tire company’s familiarity with 

the other patent types under Chinese law is extremely valuable.  One potential route of 

protection, the utility model patent (sometimes called the petty patent) may be useful to secure 

intellectual property rights, especially in tire engineering.  

A. IN GENERAL 

Utility model patents are the most popular form of Chinese patent based on statistics 

provided by the State Intellectual Property Office (hereinafter referred to as “SIPO”).  Between 

the years of 1996 and 2003, utility model patents accounted for approximately 40% of the 

patents granted in China. 142  Notably, the concept of utility model or “petty” patents is foreign 

to the U.S. patent system, but common in countries such as Japan and Germany.143  “Typically, 

utility models differ from patents in one or more of the following respects:  1.) standard of 

invention required; 2.) the basis on which novelty is assessed; 3.) whether examination is 

required (and consequent speed of grant of an enforceable right);  4.) costs; and 5.) duration of 

protection.”144  

  The Patent Regulation defines “Utility model" to mean “any new technical solution 

relating to a product's shape, structure, or a combination thereof, which is fit for practical use.” 

                                                 
142  SIPO, Three Kinds of Patent Granted for Home and Abroad, 1996-2002, http://www.sipo.gov.cn/sipo_English/ 

gfxx/tjxx/t20041020_34782.htm (updated October 20, 2004).   
143  John Richards, Petty Patent Protection, http://www.ladas.com/Patents/PatentPractice/PettyPatents/PettyP03. 

html (accessed September 11, 2004). 
144  Id. 
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145  As with invention patents, technical developments require novelty, inventiveness and 

practical applicability to be patentable as utility models in China.146 The requirements for 

novelty and practical applicability of a utility model patent are the same as set forth with 

regards to invention patents.  However, there is a difference in the level of inventiveness is that 

truly separates “Invention” patents from “Utility model” patents.   “Inventiveness means that, 

as compared with the technology existing before the date of filing, the utility model has 

substantive features and represents progress.”147  In comparison to the inventiveness 

requirement for invention patents, the inventiveness requirement for utility model patents 

excludes the term “prominent” with respect to “substantive features,” and the term “notable” 

was removed with respect to “progress.”   Therefore, the overall level of inventiveness required 

is much less with the utility patent than it is with an invention patent. 

Other than the difference noted in the inventiveness requirement for patentability, the 

most notable characteristic of utility model patents is the duration of the protection.  Utility 

model patents, as with industrial design patents, last only ten (10) years from the date of filing.  

Therefore, the level of protection in terms of duration is half of that provided if the more 

stringent standards for an invention patent could be met.   

                                                 
145  Implementing Regulations of the Patent Law of the People's Republic of China, Article 2, (available at LEXIS, 

PRCLEG 1940, June 15, 2001). 
146  Patent Law of the People’s Republic of China, Article 22 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
147  Id. 
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All other exceptions, rights, methods of enforcement, and effectiveness of enforcement 

available with invention patents, discussed earlier in this paper, are available to valid utility 

model patents in China. 148 

B. UTILITY PATENT LAW APPLIED TO TIRE ENGINEERING 

Again, "utility model" is defined to mean “any new technical solution relating to a 

product's shape, structure, or a combination thereof, which is fit for practical use.”149 Other than 

the inventiveness requirement, the standards that must be met to obtain a utility model patent 

are the same as those required for an invention patent.  The inventiveness requirement is what 

truly separates invention patents from utility model patents.  For invention patents, there must 

be prominent substantive features that represent notable progress.  However, for utility patents, 

the standards are lower and only require “substantive” features and “progress.”150   

Therefore, if a tire construction development exhibits features that are substantive, and 

which represent at least some progress, the inventiveness standard required for a valid 

invention patent will be met.  With most tire construction changes, where the scope of the 

change is relatively minor, the utility model patent would likely be an excellent route to pursue.  

Additionally, even though the duration of a utility model patent is only ten (10) years, this is 

probably ample protection for relatively modest or incremental changes in tire engineering, 

where technology can advance significantly in a ten-year span of time. 

                                                 
148  Supra (discussion of Invention Patent Law in China). 
149  Implementing Regulations of the Patent Law of the People's Republic of China, Article 2, (available at LEXIS, 

PRCLEG 1940, June 15, 2001). 
150  Thomas Traian Moga, Patent Practice & Policy in the Pacific Rim CHI.4-16 (Oceana 1999). 

 38



 If all other technical and procedural requirements discussed for an invention patent are 

met, then of the rights and enforcement strategies detailed in the earlier discussion of invention 

patents will apply to the patented tire product.151  The same is true for the effectiveness of 

enforcement of these intellectual property rights with respect to tire industry technology.152 

                                                 
151  Supra (discussion of Invention Patent Law Applied to Tire Materials). 
152  Id. 
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IV. DESIGN PATENT LAW 

Where the utilization of invention patents, utility model patents, or other forms of 

intellectual property law to protect technology is not available, China also provides patents for 

industrial designs.  Furthermore, although the U.S. also has law pertaining to design patents, 

the Chinese application of this type of law appears to be used in a substantially different 

manner. 

A. IN GENERAL 

China is required, based on requirements found in the TRIPs Agreement, to provide for 

protection of independently created industrial designs that are new and original.153  In China, 

industrial design is protected as a design patent.154  Within the framework set up by the Chinese 

government regarding industrial design, it has been stated that “[i]t is not difficult to obtain a 

patent for design in China.”155  Design patents are a very popular method for protection of 

intellectual property in China, consisting of approximately 29% of total patents granted in 

China from 1996 to 2003.156  In comparison over the same time period, the percentage of 

invention patents granted was approximately 31% of the total number of patents granted.157  In 

the U.S., from 1990 to 2003, the number of design patents as a percentage of the total number 

of patents issued was only 9.1%.158   

                                                 
153  Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice, 

136 (Kluwer Law International 1999). 
154  Id. 
155  Christopher Shaowei, Vice President NTD Patent & Trademark Agency Ltd. Address, Enforcement of 

Intellectual Property Right in China:  Protection of Industrial Design (U.S. Department of Commerce, 
Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004). 

156  SIPO, Three Kinds of Patent Granted for Home and Abroad, 1996-2002, http://www.sipo.gov.cn/sipo_English/ 
gfxx/tjxx/t20041020_34782.htm (updated October 20, 2004).   

157  Id. 
158 USPTO, Patent Statistics Reports Available For Viewing: Statistics By Calendar Year, January 1 to December 

31, http://www.uspto.gov/web/offices/ac/ido/oeip/taf/reports.htm#by_type (accessed October 23, 2004). 
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 The Patent Regulation define “Design” to mean “any new design of a product's shape, 

pattern or a combination thereof, as well as its combination with the color and the shape or 

pattern of a product, which creates an aesthetic feeling and is fit for industrial application.”159 

In filing for a design patent, “a request, drawings or photographs of the design shall be 

submitted, and the product incorporating the design and the class to which that product belongs 

shall be indicated.”160  The protection afforded with a design patent is that “[a]fter the grant of 

the patent right for a design, no entity or individual may, without the authorization of the 

patentee, make or sell the product, incorporating its or his patented design, for production or 

business purposes.”161  The duration of a design patent is ten (10) years from the date of 

filing.162  This is shorter than the invention patent duration of twenty (20) years from the date of 

filing, but the same as for utility patents.    

In addition to establishing the requirements of novelty, inventiveness, aesthetic feeling, 

and practical applicability, the Patent Law further states that “[a]ny design for which patent 

right may be granted must not be identical with or similar to any design which, before the date 

of filing, has been publicly disclosed in publications in the country or abroad or has been 

publicly used in the country.”163  In very similar manner, the U.S. requirements for a design 

patent are novelty, nonobviousness, ornamentality, and functionality.   

Some subject matter is excluded from design patentability in China, however.  Subject 

matter excluded from Chinese design patents includes:  

                                                 
159  Implementing Regulations of the Patent Law of the People's Republic of China, Art. 2, (available at LEXIS, 

PRCLEG 1940, June 15, 2001).   
160  Patent Law of the People’s Republic of China, Article 27 (available at http://www.sipo.gov.cn/sipo_English/ 

default.htm, August, 25 2000). 
161  Id. at art. 11.   
162  Id. at art. 42.   
163  Id. at art. 23.   
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1.) buildings, bridges, and the like which depend on the specific 
geographic conditions and cannot be repeatedly reproduced; 2.) products which 
have no fixed shape, patter or color because it contains the substance which has 
no fixed shape such as gas, liquid or powder; 3.) component parts of a product 
which cannot be sold or used separately (such as heel of socks, brim of hat, cup 
handle, etc.; 4.) articles which cannot act on the visual sense or are difficult to 
determine with the naked eye the shape, pattern ,or color; 5.) if the design 
seeking protection is not under the regular state of the article (such as an animal 
made with a handkerchief; 6.) if the design which takes the original shape, 
pattern or color of natural material as the subject matter (such as the grain of 
wood or luster of metal); 7.) the work which stands in the scope of pure 
aesthetics; and 8.)  the font, sound, and meaning of the regular writing characters 
and numbers cannot be contents of the design seeking protection.164   

 

Once a design patent is granted, any unauthorized making, selling, or incorporating the 

patented design by another shall be deemed infringement of the design patent.  However, under 

the Patent Law neither an offer for sale nor use of an infringing product is considered 

infringement for design patents.165  Therefore, the use of design patents to protect articles may 

be less effective as a deterrent to potential infringers in comparison to invention or utility 

patents which consider offers for sale as infringing upon a patent.166 

The alternative methods of enforcement of one’s patent rights, as well as damages, were 

detailed in-depth in the previous discussion of invention patents.167  These procedures and 

potential remedies and penalties appear to be the same for all three categories of patents under 

the Patent Law, and therefore will not be discussed again in this section. 

                                                 
164  Christopher Shaowei, Vice President NTD Patent & Trademark Agency Ltd. Address, Enforcement of 

Intellectual Property Right in China:  Protection of Industrial Design (U.S. Department of Commerce, 
Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004). 

165  Id. 
166  Id. 
167  Supra (discussion of Invention Patent Law in China). 
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Finally, the popularity of design patents in China is likely due to the perceived 

effectiveness of enforcement with industrial design patents over invention and utility model 

patents.  There also appears to be a leniency on the part of SIPO with respect to the “aesthetic 

feeling” element required for design patents in the Patent Law.  In fact, the Patent Gazette of 

China contains many examples of design patents granted on articles where the presence of an 

aesthetic feeling is very debatable (i.e. mufflers, circuit boards).168  However, for sidewall and 

tread patterns, where an aesthetic feeling is undoubtedly present, this form of intellectual 

property protection in China may be appropriate. 

B. DESIGN PATENT LAW APPLIED TO TIRE DESIGN  

Tires often not only have to perform to the consumer’s expectations, but also must have 

an aesthetic appeal.  Designers typically will produce drawings of tread patterns which have 

functional aspects, such as the use of particular void ratios and pitch sequences to control noise.  

However, in addition to the function aspects of tread pattern design, tread patterns are also 

designed to be aesthetically pleasing.  The same is to be said for sidewall patterns, where the 

use of serrations, logos, and particular fonts significantly affect the “look” of the tire.  This is 

important to the sale of tires, as aesthetics can play as large a roll in the sale of tires as 

performance does.169 

Within the design patent framework, tread pattern designs must therefore create an 

“aesthetic feeling” and be “fit for industrial application.”  A tread pattern which is both 

designed to be aesthetically pleasing and to be functional in terms of traction, tread wear and 
                                                 
168  Christopher Shaowei, Vice President NTD Patent & Trademark Agency Ltd. Address, Enforcement of 

Intellectual Property Right in China:  Protection of Industrial Design (U.S. Department of Commerce, 
Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004).    

169  Based on the author’s personal experiences in the tire and rubber industry. 
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noise requirements, appears to meet these general requirements.  Additionally, tread patterns do 

not fall within any of the categories of subject matter that are excluded from patentability.  

Therefore, if a tread pattern is not identical with or similar to any design that has been publicly 

disclosed in publications anywhere in the world, or used in China, it may be patented as an 

industrial design.  The rights associated with design patents preclude the making, selling or 

importing of the patented design, but not the offer for sale or use of the design.  This is notable 

as allowing a person to offer an infringing design for sale, or for a buyer to use a product which 

infringes upon the design patent, lessens the deterrent effect of design patent law. 

For sidewall patterns, much of the same analysis with respect to patentability and extent 

of protection as a design can be performed.  Sidewall patterns are designed to be both 

aesthetically please, and to be functional in terms of resisting curb scrubbing, being tear 

resistance, etc.  It is conceivable, therefore, that a sidewall pattern could meet the requirements 

by creating an “aesthetic feeling” and being “fit for industrial application.”  With sidewall 

patterns, however, the tradenames and logos cannot be included within the design patent, as 

these are excluded from patentability.  Additionally, aesthetic designs that are non-functional in 

nature are precluded subject matter for design patents.  These are not significant concerns, 

however, as these forms of intellectual property fall into other areas of the Chinese intellectual 

property law and are thus protectable.170 

As with the other methods of intellectual property protection noted earlier in this paper, 

enforcement in China is highly problematic.  The choice of enforcement through 

administrative, civil, and criminal means is one for the individual tire and rubber company to 

                                                 
170  See Infra (discussions of Trademark Law and Copyright Law). 
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make, based on the circumstances.  Each route has advantages and disadvantages.  The 

administrative route is probably the most efficient, but does not provide for any res judicata 

effect if the issue is also taken to a civil action, and the remedies are likely less than would be 

obtained in civil proceedings.  Civil enforcement likely will be more expensive and drawn out 

than administrative proceedings, but damages tend to be greater.  A problem with how damages 

are calculated in both methods is that the administrative boards and courts tend to use the profit 

made by the infringing party to calculate damages (i.e. based on the much lower cost of the 

infringing goods) and may therefore be unsatisfactory.  Finally, criminal enforcement is 

available, but high thresholds and ambiguities in the law tend to result in little prosecution.  To 

be most effective in enforcing design patents, these routes should be pursued concurrently. 
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V. TRADEMARK LAW 

Protection of non-functional designs, trademarks, and tradenames is also of utmost 

important to the tire industry.  From a design standpoint, tire features often can provide a 

“look” that distinguishes one company’s tire for the tire of another company.  Additionally, in 

China the use of “foreign” sounding names by Chinese enterprises to convey the false 

impression that they are foreign owned is popular, not protecting tradenames can be a 

significant risk for a tire company.171 

A. IN GENERAL 

The Trademark Law of the People's Republic of China (hereinafter referred to as the 

“Trademark Law”) provides that “[t]his Law is formulated for the purpose of improving the 

administration of trademarks, protecting the right to exclusive use of trademarks and 

encouraging producers and operators to guarantee the quality of their goods and services and 

maintain the reputation of their trademarks, so as to protect the interests of consumers and of 

producers and operators, and to promote the development of the socialist market economy.” 172  

Persons who register their trademarks in China “shall enjoy the right to exclusive use of their 

trademarks and shall be protected by law.”173   

The requirements for a trademark in the Trademark Law are that it must be distinctive 

and facilitate identification of products and services of one person from those of others.174  “An 

                                                 
171  Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice,  

117 (Kluwer Law International 1999). 
172  Trademark Law of the People's Republic of China, Art. 1, (available at LEXIS, PRCLEG 2107, October 27, 

2001). 
173  Id. at art. 3. 
174  Id. at art. 8.   
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application for trademark registration may be filed for any visible mark including word, design, 

letter, number, 3D (three-dimension) mark or color combination, or the combination of the 

elements above mentioned, that can distinguish the commodities of the natural person, legal 

person or other organization from those of others.”175  The Trademark Law expands upon this 

notion that valid trademarks must be distinctive and distinguish goods by stating that the 

following marks may not be registered: “1.) those only having the generic names, designs and 

models of the commodities concerned; 2.) those simply directly indicating the quality, main 

raw materials, functions, use, weight, quantity or other characteristics of the commodities 

concerned; and 3.) those lacking distinctive characteristics.”176  However, this section also 

states, in a manner similar to U.S. trademark law, that such descriptive marks may become 

registrable if they acquire distinctiveness.  “If the marks listed in the preceding paragraph have, 

through usage, obtained distinctive characteristics and can be easily identified, they may be 

registered as trademarks.”177  

The Trademark Law also has an extensive list of subject matter that may not be used as 

trademarks.  Marks that may not be used in trademarks include:  

1.) those identical with or similar to the national name, national flag, 
national emblem, military flag or medals of the People's Republic of China, as 
well as those identical with the names of the specific sites or the names and 
designs of the symbol buildings of the places where the central government 
agencies are located;  2.) those identical with or similar to the national name, 
national flag, national emblem or military flag of any foreign country, except 
with the consent of the government of that country; 3.) those identical with or 
similar to the name, flag, or emblem of any intergovernmental international 
organization, except with the consent of that organization and those unlikely to 
mislead the public; 4.) those identical with or similar to the official marks, 

                                                 
175  Id.   
176  Id.    
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 47



inspection marks that indicate the controlling or providing guarantee, except 
with authorization; 5.) those identical with or similar to the name or symbol of 
the Red Cross or the Red Crescent; 6.) those having the nature of discrimination 
against any nationality; 7.) those constituting exaggerated advertising and are 
deceitful; 8.) those detrimental to socialist morality or customs, or having other 
harmful influences; and, 9.) the place names of the administrative districts at the 
level of county or above or the foreign place names known by the public may 
not be used as trademarks.  

However, the place names that have other meanings and those used as part of a collective mark 

or certification mark is exceptional; the registered trademarks that use place names shall 

continue to be valid.”178  These standards stating what marks may not be used as trademarks 

appear to comply with the Paris Convention prohibitions concerning state emblems, official 

hallmarks, and emblems of intergovernmental organizations, which China is to comply with as 

a member of the World Intellectual Property Organization (WIPO).179   

Interestingly, the last sentence in Article 8 of the Trademark Law, which applies to 

collective and certification marks and place names, appears to treat geographical indications 

(GIs) in the same manner as the Lanham Act.  Geographical indications are “indications that 

identify a good as originating in the territory of a Member; or a region or locality in that 

territory, where a given quality, reputation or other characteristics of the good is essentially 

attributable to its geographic origin.”180 The Regulation for the Implementation of the 

Trademark Law of the People's Republic of China (hereinafter referred to as the “Trademark 

                                                 
178  Id. 
179  Paris Convention For The Protection of Industrial Property, Art. 6ter (September 28, 1979). 
180  Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs), Art. 22, § 1 (available at 

http://www.wto.org/english/tratop_e/trips_e/t_agm0_e.htm, April 15, 1994). 
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Regulation”) provides for registration of these marks as certification marks or collective marks, 

and not as geographical indications.181 182  

Finally, the Trademark Law also appears to provide protection for “well-known” marks.  

Well-known trademarks are marks that, because of promotion in a territory or otherwise, are 

known by the relevant class or sector of the public even if the mark is not actually used in 

commerce in the territory.  These provisions are likely in response to the TRIPs agreement 

which states that “[i]n determining whether a trademark is well-known, Members shall take 

account of the knowledge of the trademark in the relevant sector of the public, including 

knowledge in the Member concerned which has been obtained as a result of the promotion of 

the trademark.”183  The Trademark Law mostly discusses well-know marks in relation to how 

they may preclude the registering of another mark.  “If a trademark, for which an application 

for registration is filed, of the same or similar commodity is the copy, imitation or translation of 

a well-known trademark of others which has or hasn't been registered in China, and misleads 

the public and leads to possible damage to the interests of the registrant of that well-known 

trademark, it shall not be registered and shall be prohibited from use.”184    Additionally, the 

Trademark Law provides for factors to determine if a mark qualifies as a well-known 

trademark.  These factors include:  1.) how well is that trademark known by the relevant public; 

2.) the period during which that trademark has been in use; 3.) the period, extent and 

geographic scope of any publicity of that trademark; 4.) the record of protection of that 

                                                 
181  Regulation for the Implementation of the Trademark Law of the People's Republic of China, Art. 6 (available at 

LEXIS, PRCLEG 2444, September 15, 2002).   
182  The author is not aware of any tire or rubber products where geographical indications may apply. 
183  Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs), Art. 16, § 2 (available at 

http://www.wto.org/english/tratop_e/trips_e/t_agm0_e.htm, April 15, 1994).    
184  Trademark Law of the People's Republic of China, Art. 13, (available at LEXIS, PRCLEG 2107, October 27, 

2001).   
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trademark as a well-known trademark; and 5.) other factors for which that trademark is well-

known.185  

The SAIC also oversees the Trademark Office that is in charge of the trademark 

registration and administration throughout China, and thus has the power to determine whether 

a mark is registrable.186  As in the patent system, China has adopted a first-to-file system for 

trademarks and company names.  Many Chinese enterprises wish to convey the false 

impression that they are foreign owned, as having a foreign sounding name in China’s 

increasingly brand-conscious society can be a significant asset.187    Therefore, it is imperative 

that companies wishing to do business in China register as early as possible to improve the 

chances of avoiding conflict.  Additionally, marks that should be registered should include not 

only English or Western marks, but also appropriate Chinese translations and phonetic 

transliterations.188      

As stated, companies that register their trademarks in China “shall enjoy the right to 

exclusive use of their trademarks and shall be protected by law.”189 Acts that constitute 

infringement of a trademark right under the Trademark Law include:  

1.) Using a trademark which is identical with or similar to the registered 
trademark on the same kind of commodities or similar commodities without a 
license from the registrant of that trademark; 2.) selling the commodities that 
infringe upon the right to exclusive use of a registered trademark; 3.) forging, 
manufacturing without authorization the marks of a registered trademark of 

                                                 
185  Id. at art. 14. 
186  Id. at art. 2. 
187  Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice, 

114 (Kluwer Law International 1999). 
188  Mark A. Cohen, USPTO Office of Enforcement, Address, Intellectual Property Concerns in China (U.S. 

Department of Commerce, Michigan District Export Council, and Dickinson Wright PLLC, May 6, 2004). 
189  Trademark Law of the People's Republic of China, Art. 3, (available at LEXIS, PRCLEG 2107, October 27, 
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others, or selling the marks of a registered trademark forged or manufactured 
without authorization; 4.) changing a registered trademark and putting the 
commodities with the changed trademark into the market without the consent of 
the registrant of that trademark; and 5.) causing other damage to the right to 
exclusive use of a registered trademark of another person.190   

Furthermore, the Trademark Regulation simplifies the acts constituting infringement into two 

categories.  The Trademark Regulation states that acts constituting trademark infringement 

include:  

1.) Using on identical or similar commodities or using a sign which is 
identical or similar to the registered trademark of other people as the name of 
commodity or as the decoration of commodity so that the general public are 
misled; and 2.)  intentionally facilitating any other's act of infringing upon the 
exclusive right to use a registered trademark such as storage, transportation, 
postage, concealing, etc.191   

 

In other words, the use of a similar or identical mark that misleads the general public is 

required for infringement of a trademark right to occur.  This does not appear to be unlike the 

Lanham Act, which provide for infringement in cases where there is a likelihood of confusion.   

The Trademark Law does not appear to establish any standards for determining whether 

a mark is identical or similar to a registered trademark.  However, the Interpretations of the 

Supreme People's Court Concerning the Application of Laws in the Trial of Cases of Civil 

Disputes Arising from Trademarks (hereinafter referred to as the Trademark Interpretations) 

provides some guidance on the standards required for determinations of similarity.   For 

identical marks, the standard is that “…there are basically no differences in visual perception 

between the trademark that is charged of infringement and the registered trademark of the 

                                                 
190  Id. at art. 52.   
191  Regulation for the Implementation of the Trademark Law of the People's Republic of China, Art. 50 (available 

at LEXIS, PRCLEG 2444, September 15, 2002).   
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plaintiff.”192  For similar marks, the standard is that “the trademark charged of infringement and 

the registered trademark of the plaintiff are similar in the font style, pronunciation, meaning of 

the words, or in the composition and color of the pictures, or in the overall structure of all the 

elements combined, or in the cubic form or combination of colors so that the relevant general 

public may be confused about the origin of the commodity or believe that there exist certain 

connections between the origin and the commodity which is represented by the registered 

trademark of the plaintiff.”193 The standard for similarity brings into the Trademark Law a 

likelihood of confusion requirement more similar the likelihood of confusion requirement by 

U.S. courts.  Furthermore, the Trademark Interpretations also provides guidelines for 

determining identicalness or similarity.  “The people's courts shall follow the principles…in 

determining whether a trademark is identical or similar:  1.) taking the general attention of the 

relevant general public as the standard; 2.) comparing not only the whole structure of the 

trademark but also the major parts of the trademarks involved; and 3.) taking the notability and 

reputation of the registered trademark that is pleaded for protection when determining whether 

a trademark is similar.”194  To contrast, judicially created standards have also arisen in the U.S. 

to guide in the evaluation of likelihood of confusion.  For instance, the Polaroid Factors in the 

Second Circuit include:  

1.) the strength of plaintiff’s mark;  2.) the degree of similarity between 
plaintiff’s and defendant’s marks; 3.) the proximity of the products or services; 
4.) the likelihood that plaintiff will bridge the gap; 5.) evidence of actual 
confusion; 6.) defendant’s good faith in adopting the mark; 7.) the quality of 
defendant’s product or service; and 8.) the sophistication of the buyers.195    

                                                 
192  Interpretations of the Supreme People's Court Concerning the Application of Laws in the Trial of Cases of 

Civil Disputes Arising from Trademarks, Art. 9 (available at LEXIS, PRCLEG 2492, October 16, 2002).   
193  Id. 
194  Id. at art. 10.   
195  Polaroid Corp. v. Polarad Elects. Corp., 287 F. 2d 492 (2nd Cir. 1961). 

 52



 

The primary differences between the guidelines for “similarity” or “likelihood of confusion,” 

are the stronger emphasis in China on degree of care likely to be used by the consuming public 

(the general attention of the relevant public) and the lack of other factors such as proximity of 

the products or services and evidence of actual confusion.   

Some case law applying the Chinese similarity analysis supports this assertion.  In 

Toyota v. Geely, no infringement was found for a mark similar to the Toyota logo that was used 

by a Chinese auto manufacturer called Geely.196  The people’s court, following the Trademark 

Interpretation, found that as automotives are expensive, consumers would easily tell the 

difference between a Geely and a Toyota because of price.197  The court reasoned that 

consumers, who comprise the relevant general public in this case, would not be confused about 

the source of the vehicle, and therefore held that there was no infringement on the basis of 

similarity.198  In AM Gen. Corp. v. Daimlerchrysler Corp, a comparable trademark 

infringement case in the U.S., DaimlerChrysler claimed that the General Motor’s H2 grille 

design infringed upon its distinctive Jeep grille design.199  The Seventh Circuit applied the 

following likelihood of confusion factors:  “1.) the similarity of the trade dresses; 2.) the area 

and manner of concurrent use,  including the similarity of the products on which the trade 

dresses are being used; 3.) the degree of care likely to be used by consumers; 4.) the strength of 

DaimlerChrysler's trade dress; 5.) evidence, if any, of actual confusion; and 6.) any intent of 

                                                 
196  Rouse & Co. International, Toyota v. Geely: IP Infringement Case Comment, http://www.iprights.com/ 
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General Motors to pass off its product as that of DaimlerChrysler.”200  The Seventh Circuit, in 

affirming the district court's denial of a preliminary injunction, noted in its analysis that 

“[v]isual similarity may have greater importance when the products are low-priced items not 

likely to receive considerable study from the consumer, but the consumer's high sophistication 

does not foreclose confusion.”201  This is a stark contrast between the Chinese similarity 

analysis and the U.S. likelihood of confusion analysis, as a consumer’s sophistication does 

appear to foreclose the issue of similarity in Chinese courts.  

The intentional facilitation of another who infringes a mark also constitutes 

infringement of the mark, but “[i]f any person sells the commodities that have, not knowing the 

facts, infringed upon the right to exclusive right of a trademark and is able to prove that it has 

obtained those commodities legally and to specify the provider, it shall not bear the liability for 

compensation.”202  This clause further underscores that the facilitation must be intentional in 

order for the infringing party to be liable for damages.   

As detailed earlier with respect to the Patent Law, the three-fold framework for 

enforcement of intellectual property rights in China also applies to trademarks.203  However, 

one notable difference between trademark enforcement and patent enforcement is that the 

administrative route for trademarks appears to have more authority than their counterparts in 

patent enforcement. Local AIC offices, charged with trademark enforcement, may confiscate 

and destroy infringing products, and typically raids occur within one to two days once a prima 

                                                 
200  Id. at 825. 
201  Id. at 828 (emphasis added). 
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facie case of trademark infringement is established via a complaint.204   Guidance for using the 

administrative and civil judicial methods as a course of action is prescribed as follows:   

The registrant of that trademark or the interested persons may bring a 
suit before a people's court [or they may] request the administrative department 
for industry and commerce to handle the matter. If the administrative department 
for industry and commerce concluded that an infringement is constituted, it may 
order immediate stop of the infringement, and may confiscate or destroy the 
infringing commodities and the tools especially used for the manufacturing of 
infringing commodities and the forging of marks of the registered trademark, 
and may impose a fine in addition. If a party disagrees with this handling 
decision, it may bring a suit before a people's court within 15 days from the day 
of receiving the notification of handlings according to the Administrative 
Procedure Law of the People's Republic of China; if, at the expiration of such a 
period, the infringer has neither brought a lawsuit nor performed the decision 
after the period expires, the administrative department may apply to the people's 
court for compulsory enforcement of its order.205   

 

The “interested person” is also mentioned in the other laws protecting intellectual property, and 

does not appear to have been specifically defined in these laws.  However, the scope of the 

interested person has been described as “persons who have direct interest” and includes “[a] the 

licensee of contract of exclusive licensing or sole license agreement, or a person who has 

inherited or is inheriting [intellectual property rights] according to the law.”206 Additionally, in 

a similar manner to enforcement measures described in the Patent Law, the Trademark Law 

states that parties in a dispute must first attempt to settle through negotiations before 

proceeding with administrative or judicial actions.  These options are only to be exercised if the 

negotiations fail. 

                                                 
204 Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice, 45 
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206 China International Electronic Commerce Network, Protecting brain work (available at http://www.ec.cn/ 
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There are several remedies for infringement listed in the Trademark Law.  If a valid 

registered mark has been infringed, the aggrieved party may recover damages.  Article 56 of 

the Trademark Law provides that “[t]he amount of compensation for infringing upon the right 

to exclusive use of a trademark shall be the proceeds obtained from the infringement during the 

period of infringement, or the losses suffered by the infringed due to the infringement during 

the period of being infringed, including the reasonable expenses paid by the infringed to stop 

the infringing acts.”207 Additionally, “if it is difficult to determine the proceeds obtained from 

the infringement referred to in the preceding paragraph, or it is difficult to determine the losses 

suffered by the infringed due to the infringement, the people's court shall determine a 

compensation of 500,000 Yuan208 or below according to the circumstances of the infringing 

acts.”209 Interestingly, the Trademark Regulation appears to lessen the damages for 

infringement to 100,000 yuan if damages cannot be calculated.  “For the acts of infringing upon 

the exclusive right to use a registered trademark, the infringer may be fined a sum of up to 3 

times of the unlawful turnover. If the unlawful turnover cannot be calculated, the fine may be 

up to 100,000 yuan.” 210  

In addition to these damages, injunctions also appear to be obtainable under the 

Trademark Law.  The Trademark Law states that:  

If the registrant of a trademark or an interested person has the evidence 
to prove that another person is conducting or is going to conduct the acts 
infringing upon its right to the exclusive use of a registered trademark, and if the 
acts are not stopped promptly, irreparable damages will occur to its legal rights 

                                                 
207  Id. at art. 56. 
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and interests, it may apply to a people's court for a order of measures for 
stopping relevant acts and for attachment.211  

 

This is tantamount to preliminary injunctive relief that U.S. courts will grant upon a showing of 

irreparable harm and a probability of success on the merits.212 In addition to preliminary 

injunctions, full injunctions and even confiscation and destruction of infringing articles are 

obtainable through either the people’s court or through the administrative department for 

industry and commerce. 213  This is a marked difference from patent law enforcement, where 

regional administrative offices are not empowered to confiscate infringing products and 

equipment used in making infringing products.214  Unfortunately, however, local administrative 

offices which are charged with enforcing the trademark law may be reluctant to act against 

local companies and interest.215  This may prevent confiscation, injunctions, and the obtainment 

of damages. 216 

In addition to the further enforcement measures provided for trade secrets, patents, and 

copyrights, the Criminal Law also provides for penalties in serious cases of trademark 

infringement.  These penalties include imprisonment of the infringing party.  The Criminal Law 

states “[w]hoever, without permission from the owner of a registered trademark, uses a 

trademark which is identical with the registered trademark on the same kind of commodities 

shall, if the circumstances are serious, be sentenced to fixed-term imprisonment of not more 
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than three years or criminal detention and shall also, or shall only, be fined; if the 

circumstances are especially serious, he shall be sentenced to fixed-term imprisonment of not 

less than three years but not more than seven years and shall also be fined.”217     

Finally, with respect to trademarks, the customs authorities in China requires owners of 

trademarks to record their rights, and a trademark holder may apply to the Chinese Customs to 

enforce the mark whenever it is suspected that infringing goods are being imported or 

exported.218  To initiate the seizure of such goods, a trademark owner must petition Customs to 

seize the infringing goods upon the payment of a bond prescribed by Customs. 219  “Customs is 

also empowered to take its own initiative in monitoring infringement and may at any time 

examine the goods and decide whether or not such goods are likely to be infringing ones.”220  

Unfortunately, “protectionism does exist in real life, particularly where local Customs official 

may side with locals when they are making judgments in not-so-obvious cases of 

infringement.”221 

B. TRADEMARK LAW APPLIED TO TIRE DESIGN 

For sidewall and some tread patterns, as well as other areas of the tire and rubber 

business, protection of trade names and logos can become extremely important.  Although trade 
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secret and patent law in China would be inapplicable to the protection of trade names and 

logos, China does have trademark laws that appear to be sufficient for this purpose.  

In order for a tire design to meet the requirements for a trademark in China, it must be 

distinctive and facilitation the identification of one tire company’s tire from the tire of another 

company.  Additionally, company names and logos that are often seen in sidewall designs are 

also visible marks that distinguish the tires of one company from those of another.   These 

marks are generally not generic or merely descriptive (indicating the quality, main raw 

materials, functions, use, weight, quantity or other characteristics of the tire).  Furthermore, 

these marks do not fit within the detailed list of subject matter that may not be used in 

trademarks.   

If a tire company believes that a design feature or logo of a tire product meets these 

requirements it should register the trademark with the SAIC to make the use of identical or 

similar designs, or facilitating the use of the design, an act of infringement.  Furthermore, any 

tire company wishing to do business in China should obtain trademark protection for its marks 

early in China as the law is applied on a first-to-file basis, rather than a first-to-use basis as is 

done in the U.S. 
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VI. COPYRIGHT LAW 

Many documents are created on a daily basis by companies in the tire and rubber 

industry, all of which can be afforded some level of copyright protection domestically.  These 

documents can include compound formulation sheets, tire engineering specifications, and 

technical reports.  Furthermore, the law of copyrights may also have some application to the 

protection of databases.  Databases are used regularly in the tire and rubber industry for 

collection of information relating to raw materials, quality control, and product design. 

A. IN GENERAL 

The Copyright Law of the People's Republic of China (hereinafter referred to as the 

“Copyright Law”) states that:  

This Law is enacted, in accordance with the Constitution, for the 
purposes of protecting the copyright of authors in their literary, artistic and 
scientific works and the copyright-related rights and interests, of encouraging 
the creation and dissemination of works which would contribute to the 
construction of socialist spiritual and material civilization, and of promoting the 
development and prosperity of the socialist culture and science.222   

 

The Copyright Law protects all works of Chinese citizens and entities, works of foreigners who 

first publish in China, and works of foreigners who enjoy copyright in their nation if the nation 

has an agreement with China regarding copyright law.223  The law appears to provide for the 

copyright in a work once created by one of these prescribed persons, and no further registration 

is required for copyright protection.  Furthermore, “works” is defined as:  

Works of literature, art, natural science, social science, engineering 
technology and the like which are expressed in the following forms: 1.) written 

                                                 
222  Copyright Law of the People's Republic of China, Article 1 (available at LEXIS, PRCLEG 2108, October 27, 

2001). 
223  Id. at art. 2.   
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works; 2.) oral works; 3.) musical, dramatic, quyi', choreographic and acrobatic 
works; 4.) works of fine art and architecture; 5.) photographic works; 6.) 
cinematographic works and works created by virtue of an analogous method of 
film production; 7.) drawings of engineering designs, and product designs; 
maps, sketches and other graphic works and model works; 8.) computer 
software; and 9.) other works as provided for in laws and administrative 
regulations.”224  

 

Specific subject matter is also excluded from the application of copyright.  These 

include “l.) laws, regulations, resolutions, decisions and orders of State organs, and other 

documents of a legislative, administrative or judicial nature and their official translations; 2.) 

news on current affairs; and 3.) calendars, numerical tables and forms of general use, and 

formulas.”225      

The Regulation on the Implementation of the Copyright Law of the People's Republic of 

China (hereinafter referred to as the “Copyright Regulation”) further defines “works” as the 

“original intellectual creations in the literary, artistic and scientific domain, in so far as they are 

capable of being reproduced in a certain tangible form,” and “creations” as the “intellectual 

activities from which literary, artistic and scientific works are directly resulted.”226  Based on 

these definitions of works protected by the Copyright Law, the requirements for copyright in 

China appear to be originality, fixation, and authorship.  These are much like the U.S. copyright 

requirements, which are stated  “[c]opyright protection subsists in accordance with this title, in 

original works of authorship fixed in any tangible medium of expression, now known or later 

                                                 
224  Id. at art. 3 (emphasis added).   
225  Id. at art. 5. 
226  Regulation on the Implementation of the Copyright Law of the People's Republic of China, Articles 1 & 2 

(available at LEXIS, PRCLEG 2445, September 15, 2002).   
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developed, from which they can be perceived, reproduced, or otherwise communicated, either 

directly or with the aid of a machine or device.” 227   

The Copyright Law provides for some unlimited “moral” rights with respect to works of 

authors.  “The rights of authorship, alteration and integrity of an author shall be unlimited in 

time.”228  For the remaining rights associated with copyrighted works, however, the duration of 

the protection is “the lifetime of the author and fifty years after his death, expiring on 

December 31 of the fiftieth year after his death.”229   

Furthermore, in relation to a copyright on a product design which is owned by a 

company or other legal entity, the Copyright Law states that “[t]he term of protection…. of this 

Law where the copyright belongs to a legal entity or another organization, or in respect of a 

service work where the legal entity or organization enjoys the copyright (except the right of 

authorship), shall be fifty years, expiring on December 31 of the fiftieth year after the first 

publication of such a work.”230  In comparison, the U.S. copyright law provides for a 

substantially longer copyright duration of 70 years from the death of an individual author, and 

95 years from publication or 125 years from creation (whichever comes first) for work made 

for hire.231  

Under the Copyright Law, an author secures a number of rights, all under the auspices 

of copyright in general.  With respect to rights applicable to the tire and rubber industry, the 

Copyright Law provides for the following:    

                                                 
227  17 U.S.C.S. § 102 (2004). 
228  Copyright Law of the People's Republic of China, Article 20 (available at LEXIS, PRCLEG 2108, October 27, 

2001).   
229  Id.   
230  Id. at art. 21.   
231  17 U.S.C.S. § 302 (2004). 
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l.) the right of publication, that is, the right to decide whether to make a 
work available to the public; 2.) the right of authorship, that is, the right to claim 
authorship and to have the author's name mentioned in connection with the 
work; 3.) the right of alteration, that is, the right to alter or authorize others to 
alter one's work; 4.) the right of reproduction, that is, the right to produce one or 
more copies of a work by printing, photocopying, lithographing, making a sound 
recording or video recording, duplicating a recording, or duplicating a 
photographic work or by any other means; 5.) the right of distribution, that is, 
the right to make available to the public the original or reproductions of a work 
though sale or other transfer of ownership; 6.) the right of communication of 
information on networks, that is, the right to communicate to the public a work, 
by wire or wireless means in such a way that members of the public may access 
these works from a place and at a time individually chosen by them; 7.) the right 
of adaptation, that is, the right to change a work to create a new work of 
originality; 8.) the right of translation, that is, the right to translate a work in one 
language into one in another language; 9.) the right of compilation, that is, the 
right to compile works or parts of works into a new work by reason of the 
selection or arrangement; 10.) the right to permit others to exercise the rights 
provided; and 11.) the right to wholly or partially transfer the rights provided.232 
233     

  As is done in U.S. copyright law, the Copyright Law of China does provide for some 

“fair use” exceptions, or limitations on the rights of an owner of a copyright.234    The fair use 

                                                 
232  Copyright Law of the People's Republic of China, Article 10 (available at LEXIS, PRCLEG 2108, October 27, 

2001). 
233  Although not applicable to the tire and rubber industry, the Copyright Law provides for the following rights:  

1.) the right of integrity, that is, the right to protect one's work against distortion and mutilation; 2.) the right of 
rental, that is, the right to authorize, with payment, others to temporarily use cinematographic works, works 
created by virtue of an analogous method of film production, and computer software, except any computer 
software that is not the main subject matter of rental; 3.) the right of exhibition, that is, the right to publicly 
display the original or reproduction of a work of fine art and photography; 4.) the right of performance, that is, 
the right to publicly perform a work and publicly broadcast the performance of a work by various means; 5.) 
the right of showing, that is, the right to show to the public a work, of fine art, photography, cinematography 
and any work created by analogous methods of film production through film projectors, over-head projectors 
or any other technical devices; 6.) the right of broadcast, that is, the right to publicly broadcast or communicate 
to the public a work by wireless means, to communicate to the public a broadcast work by wire or relay means, 
and to communicate to the public a broadcast work by a loudspeaker or by any other analogous tool used to 
transmit symbols, sounds or pictures; and 7.) the right of making cinematographic work, that is, the right to 
fixate a work on a carrier by way of film production or by virtue of an analogous method of film production.  
Copyright Law of the People's Republic of China, Article 10 (available at LEXIS, PRCLEG 2108, October 27, 
2001).    

234  Fair use exceptions are stated in the Copyright Law as “1.) use of a published work for the purposes of the 
user's own private study, research or self-entertainment; 2.) appropriate quotation from a published work in 
one's own work for the purposes of introduction to, or comments on, a work, or demonstration of a point; 3.) 
reuse or citation, for any unavoidable reason, of a published work in newspapers, periodicals, at radio stations, 
television stations or any other media for the purpose of reporting current events; 4.) reprinting by newspapers 
or periodicals, or rebroadcasting by radio stations, television stations, or any other media, of articles on current 
issues relating to politics, economics or religion published by other newspapers, periodicals, or broadcast by 
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exceptions are in many ways similar to those in the U.S. copyright law, which allows use of a 

copyrighted work “for purposes such as criticism, comment, new reporting, teaching (including 

multiple copies for classroom use), scholarship, or research.”235 Differences do exist, however.  

The most notable fair uses under the Copyright Law are use for free-of-charge live 

performances, translation into a minority national language, and transliteration of a copyrighted 

work into Braille.  Additionally, and in a sharp contrast to the U.S. version of fair use, there is a 

clear lack of any exception for the purposes of criticism (although comment is allowed as a fair 

use of a copyrighted work). 

A party seeking enforcement of copyright in China under the Copyright Law can pursue 

remedies under civil litigation.  Per the Copyright Law, any person who does the following 

shall be civilly liable:  

1.) publishes a work without the permission from the copyright owner; 
2.) publishes a work of joint authorship as a work created solely by oneself, 
without the permission from the other co-authors; 3.) has his name mentioned in 
connection with a work created by another, in order to seek personal fame and 
gain, where he has not taken part in the creation of the work; 4.) distorts a work 
created by another; 5.) plagiarizes the works of others; 6.) exploits a work by 
means of exhibition, making cinematographic productions or a means similar to 
making cinematographic productions, or by means of adaptation, translation, 

                                                                                                                                                           
other radio stations, television stations or any other media except where the author has declared that the 
reprinting and rebroadcasting is not permitted; 5.) publication in newspapers or periodicals, or broadcasting by 
radio stations, television stations or any other media, of a speech delivered at a public gathering, except where 
the author has declared that the publication or broadcasting is not permitted; 6.) translation, or reproduction in 
a small quantity of copies, of a published work for use by teachers or scientific researchers, in classroom 
teaching or scientific research, provided that the translation or reproduction shall not be published or 
distributed; 7.) use of a published work, within proper scope, by a State organ for the purpose of fulfilling its 
official duties; 8.) reproduction of a work in its collections by a library, archive, memorial hall, museum, art 
gallery or any similar institution, for the purposes of the display, or preservation of a copy, of the work; 9.) 
free-of-charge live performance of a published work and said performance neither collects any fees from the 
members of the public nor pays remuneration to the performers; 10.) copying, drawing, photographing or video 
recording of an artistic work located or on display in an outdoor public place; 11.) translation of a published 
work of a Chinese citizen, legal entity or any other organization from the Han language into any minority 
nationality language for publication and distribution within the country; and 12.) transliteration of a published 
work into Braille and publication of the work so transliterated.” Copyright Law of the People's Republic of 
China, Article 22 (available at LEXIS, PRCLEG 2108, October 27, 2001).    

235  17 U.S.C.S. § 107 (2004).   
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annotation, etc. without the permission from the copyright owner; 7.) exploits a 
work of another without paying the remuneration; 8.) without the permission 
from the copyright owner or obligee related to the copyright of a 
cinematographic work or a work created in a way similar to cinematography, 
computer software, sound recordings or video recordings, leases the copyright 
owner’s work or sound recordings or video recordings; 9.) without the 
permission from a publisher, exploits the format design of his published book or 
periodical; 10.) without the permission from the performer, broadcasts or 
publicly transmits the performer’s live performance or records the performer’s 
performance; and 11.) commits other acts of infringement upon copyright and 
upon other rights related to copyright.236        

 

If a person infringes a copyright, that person may be enjoined from continuing the 

infringement, may be asked to make a public apology, or may be required to compensate the 

infringed party financially.237  Also, with respect to preliminary injunctions, “[w]here a 

copyright owner or obligee related to copyright has evidence to prove that another is 

committing or is going to commit an act infringing upon his right, and that his lawful rights and 

interests will suffer the damage which is difficult to be remedied if he does not stop it in time, 

he may, before bringing a lawsuit, apply to the people's court for an order to cease the relevant 

acts or for property preservation.”238  These standards are similar to the preliminary injunctive 

relief requirements with respect to trademark infringement.239 

Regarding financial compensation, the Copyright Law requires this remedy to be 

calculated “on the basis of the obligee's actual losses.”240 However, “where the actual losses are 

difficult to be calculated, the compensation may be made on the basis of the infringer's illegal 

                                                 
236  Copyright Law of the People's Republic of China, Article 46 (available at LEXIS, PRCLEG 2108, October 27, 

2001).   
237  Id. 
238  Id. at art. 49.   
239  Supra (discussion of Trademark Law in China). 
240  Copyright Law of the People's Republic of China, Article 48 (available at LEXIS, PRCLEG 2108, October 27, 

2001).   
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gains. 241 There is a significant downside to this, however, as an infringing party is likely to be 

selling the work at a much lower cost than the work would have been by the copyright owner.  

The amount of compensation shall also include the reasonable expenses paid by the obligee for 

stopping the act of tort.” 242 The Copyright Law also provides for statutory damages where 

actual loses cannot be determined.  In such a case, “on the basis of the seriousness of the act of 

tort, [the people’s court shall] adjudicate a compensation of 500,000 yuan or less.”243 244 These 

damages can also be trebled when the act injures the public good.245  “For any of the tortious 

acts as mentioned in Article 47 of the Copyright Law which at the same time injures the social 

public good, a fine of up to three times the illegal proceeds shall be imposed upon the tort-

feasor by the administrative authority of copyright. If it is not easy to calculate the illegal 

proceeds, a fine of up to 100,000 yuan may be imposed upon the tort-feasor.”246   

Aside from the civil litigation route, the Copyright Regulations also empower the 

National Copyright Administration of China (hereinafter referred to as the “NCA”) to interpret 

the Copyright Law and to handle copyright disputes.247  The Copyright Regulation appears to 

provide for administrative penalties, which include giving a warning against further 

infringement, confiscating illegal earnings and the infringing products, and imposing fines 

ranging from 100 yuan to 50,000 yuan.248  Although registration is not required to obtain 

damages, and has no bearing on the amount of damages obtainable in China, it still appears to 

                                                 
241  Id.   
242  Id.   
243  Id.   
244  An amount of 500,000 yuan is equal to approximately $60,500 at a rate of 1.00 USD to 8.27610 CNY (China 

Yuan Renminbi). 
245  Regulation on the Implementation of the Copyright Law of the People's Republic of China, Articles 36 

(available at LEXIS, PRCLEG 2445, September 15, 2002). 
246  Id. 
247  Mark A. Cohen, A. Elizabeth Bang, Stephanie J. Mitchell, Chinese Intellectual Property Law and Practice, 50 

(Kluwer Law International 1999). 
248  Id. at 52. 
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be wise to register the copyright with the Copyright Bureau in China for the purpose of 

utilizing administrative action to remedy copyright infringement.  “The NCA is merely an 

administrative body that is usually reluctant to take a stand in deciding on the complex issue of 

validity of copyright subsistence, [and therefore] securing a copyright registration will be very 

useful where there may be an issue of copyright subsistence.”249   

Finally, the Criminal Law also provides penalties for infringement of copyright that 

includes fines and imprisonment if the circumstances are sufficiently serious.   

Whoever, for the purpose of making profits, commits any of the 
following acts of infringement on copyright shall, if the amount of illegal gains 
is relatively large, or if there are other serious circumstances, be sentenced to 
fixed-term imprisonment of not more than three years or criminal detention and 
shall also, or shall only, be fined; if the amount of illegal gains is huge or if there 
are other especially serious circumstances, he shall be sentenced to fixed-term 
imprisonment of not less than three years but not more than seven years and 
shall also be fined: 1.) reproducing and distributing a written work, musical 
work, motion picture, television program or other visual works, computer 
software or other works without permission of the copyright owner; 2.) 
publishing a book of which the exclusive right of publication is enjoyed by 
another person; 3.) reproducing and distributing an audio or video recording 
produced by another person without permission of the producer; or 4.) 
producing or selling a work of fine art with forged signature of another 
painter.”250   

 

Furthermore, “[w]hoever, for the purpose of making profits, knowingly sells works reproduced 

by infringing on the copyright of the owners as mentioned in Article 217 of this Law shall, if 

the amount of illegal gains is huge, be sentenced to fixed-term imprisonment of not more than 

three years or criminal detention and shall also, or shall only, be fined.”251      

                                                 
  Id. at 54. 249

250  Criminal Law of the People's Republic of China, Article 217 (available at LEXIS, PRCLEG 354, October 1, 
1997).   

251  Id. at art. 218. 
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B. COPYRIGHT LAW APPLIED TO TIRE DESIGN 

Although many sidewall and tread designs are functional in nature, and therefore are 

open to design patent protection, some design features are purely aesthetic.  In such a case, 

copyright protection may be used to step in and provide protection where design patents 

cannot. 

With respect to tire designs that are non-functional in nature, the Copyright Law appears 

to apply quite nicely.  Firstly, product designs are specifically stated as “works” to which the 

Copyright Law applies.  Designs such as ornamental sidewall patterns and tread patterns, 

developed primarily for their aesthetic appeal, undoubtedly can be fixed.  If the originality 

requirement is met, and assuming that the tire company that develops the design is the author of 

the product design, then all of the elements for a valid copyright under the Copyright Law of 

China are satisfied.  As with all other form of intellectual property protection in China, if the 

tire company believes that infringement is occurring, an expeditious response is necessary.  For 

copyright enforcement, civil litigation appears to be the primary choice for the infringed party 

at the outset, with potential criminal penalties and additional administrative enforcement 

available if the instances of infringement are sufficiently severe.   

C. COPYRIGHT LAW APPLIED TO TIRE DATABASES 

As stated earlier, China does not appear to have specific legislation directed toward 

protection of databases.  Rather, the Copyright Law is the primary law responsible for 

establishing protection of databases in China.  As in the U.S., this becomes very problematic as 

it is the arrangement of the facts or data that is protected by the Copyright Law, as the 

individual facts or data are not by themselves copyrightable.  “A work created by compilation 
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shall refer to the work which is compiled of some works, fragments of works or the data or 

other materials not constituting a work, and the choice or layout of the contents of which 

embodies the original creation. The copyright of the compilation work shall be enjoyed by the 

compiler, provided that the exercise of such copyright does not infringe upon the copyright of 

the pre-existing works included in the compilation.”252  To further complicate the matter, most 

databases are electronic, and the data is rarely “selected” or “arranged” in an original way, but 

is loaded in a non-original or preset fashion onto a computer hard-drive.  In such a case, 

copyright protection may be impossible to obtain for the database. 

D. COPYRIGHT LAW APPLIED TO TIRE ENGINEERING 

As stated earlier, the Copyright Law protects “works’ of individuals and entities in 

China.  Furthermore, “works” has been defined as “works of literature, art, natural science, 

social science, engineering technology and the like which are expressed in the following forms: 

written works, and drawings of engineering designs, and product designs; maps, sketches and 

other graphic works and model works.”253 Therefore, any technical documentation (including 

green tire specifications and drawings) authored by a tire company doing business in China 

should be afforded some level of copyright protection, although copyright protection will not 

become effective until the work has become public and loses its trade secret protection.  All of 

the same exceptions, rights, and methods of enforcement available to product designs under the 

Copyright Law, as well as potential ineffectiveness of enforcement, which were discussed 

                                                 
252  Copyright Law of the People's Republic of China, Article 14 (available at LEXIS, PRCLEG 2108, October 27, 

2001) (emphasis added).   
253  Copyright Law of the People's Republic of China, Article 3 (available at LEXIS, PRCLEG 2108, October 27, 

2001) (emphasis added).   
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earlier in the paper are also available under the Copyright Law for specifications and drawings 

of engineering designs. 
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CONCLUSION: 

 The economy of China is modernizing at a tremendous rate, and is quickly establishing 

itself on the world stage as an economic powerhouse.  However, the Chinese government 

recognizes that the perception of poor intellectual property protection in China only serves to 

deter further investment in their nation, harms the population, and slows the Chinese 

acquisition of new technology.  Based at least partially on this, and in accordance with China’s 

membership in the WTO and international agreements such as TRIPs, there has been an 

impressive explosion of legislation designed to improve Chinese intellectual property laws and 

enforcement. 

 Laws and regulations relating to trade or business secrets do exist in China in the form 

of the Unfair Competition Law.  However, it is important for the company to know exactly 

whom it is working with in China (prior litigation, previous affiliations, etc).  Additionally, 

even when business partners are fully researched, access to trade secrets should always be 

restricted.  Furthermore, due to the non-illustrative nature of the Chinese definition of trade 

secret information, contractual agreements should always made with employees to reinforce the 

trade secret nature of the information they will be working with.  Such agreements will assist in 

obtaining remedies for any trade secret misappropriation, should it ever occur.   

 Regarding the Patent Law and Patent Regulation of China, invention patents, utility 

model patents, and design patents all appear to have potential application for the protection of 

various technologies that exist in the tire and rubber industry.  It has been noted that invention 

patents may be the most difficult to obtain, and represent the fewest granted by the SIPO.  

Enforcement of these patents with respect to chemical compositions such as rubber compounds 
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may be extremely difficult, however.  Although not applicable to advances in materials 

technology, utility patents are much more likely to be acquired for tire engineering technology 

in the tire industry, especially those advances that are modest or evolutionary in scope.  

Additionally, design patents appear to be granted much more frequently in China for inventions 

where an “aesthetic feeling” may be questionable.  Therefore, in practice, the use of design 

patents for protection of tire developments not traditionally thought of as industrial designs 

may not be out of the question. 

The Trademark Law and Trademark Regulation appears to apply to many of the tire 

logos and trade names associated with tire products.  However, marks should be registered with 

SAIC in both the Western name as well as in the Chinese phonetic transliteration.   

Additionally, Chinese equivalents should be chosen very carefully, as many cases have 

occurred where Western marks and advertisements have been improperly translated.  Such 

registration should occur early in a company’s business interaction in China, due to trademark 

protection being provided on a first-to-file basis rather than a first-to-use basis.     

The Copyright Law of China also appears to have application to tire engineering 

specifications and drawings, as well as many other documents produced by the tire company.  

This form of intellectual property protection conceivably will protect any technical 

specifications (formulae, equipment, etc.) in the tire industry.  There is also a potential, 

although limited, application of the Copyright Law to databases, as no specific database 

protection exists within the Chinese intellectual property law. 

Unfortunately, although the Chinese government has implemented many laws 

pertaining to intellectual property protection in China, and has endeavored to educate the 
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Chinese public about the importance of intellectual property rights, enforcement continues to 

be a concern.  As currently written, the laws do not act as a significant deterrent to infringement 

of intellectual property rights.  Furthermore, ambiguities in the criminal laws make criminal 

investigation and prosecution of potential intellectual property violations often unlikely.  

Finally, even where damages are obtained through successful use of the administrative, civil, or 

criminal routes, the amount of compensation may not be satisfactory to the infringed party, and 

may be observed by the infringing party as merely the cost of doing business. This situation 

expected to improve with time, however, as many newly emerged industrialized countries 

(including the United States) have experienced extensive piracy and counterfeiting before they 

implemented intellectual property law reforms.254  Therefore, it is imperative that tire 

companies planning to do business in China begin to utilize the intellectual property 

mechanisms available to them. 

In conclusion, it is a truism that intellectual property rights are territorial in nature.  In 

other words, your intellectual property rights only go as far as the border goes.  Therefore, for 

any company wishing to be successful in China, an intellectual property program must first be 

established to assess all intellectual property vital to the company’s interests in China.  Based 

this assessment, intellectual property protection and registration, for appropriate technologies, 

should be obtained as early as possible in the company’s involvement in China.  Once these 

protective measures are prepared, the wise tire company must remain observant and diligent in 

policing it’s intellectual property in China, lest it someday becomes the minority producer of 

it’s own tire and rubber products.  

 
254  Peter K. Yu, The Sweet and Sour Story of Chinese Intellectual Property Rights, 

http://www.peteryu.com/sweetsour.pdf (accessed October 23, 2004). 


